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SPECIAL NOTICE 


The United States Trade-Mark Association has per- 
fected an arrangement.whereby it is able to furnish imme- 
diately to Subscribers for its REPORTER a manuscript 
copy of any decision of a Federal Court, or Appellate 
Court of any State at the cost of typewriting the same. 


This service will be of great value to Subscribers of 
the REPORTER who need a copy of a current opinion 
on any subject more promptly than it is obtainable from 
the pages of the official reports, and to members of the 
Association who require a similar service for their legal 
department. 


Any Subscriber to the REPORTER interested in a 
case pending on appeal by informing us of the fact in 
advance of the decision would: be assured: of a full copy of 
the decision of the Court in the case within a few days of 
the time it is handed down. 


The purpose of this arrangement is primarily to im- 
prove our service to Subscribers by enabling us to publish 
more promptly than heretofore decisions on the subject 
of trade-marks, trade-names and unfair competition. 


In view of the added expense of the service outlined 
above, and the resulting increase in the size of the publica- 
tion, we are compelled to raise the subscription of the 
TRADE-MARK REPORTER to Six Dollars ($6.00) be- 
ginning with the 1927 Volume (Vol. 17). The price of 
single copies and of bound volumes, however, will remain 
as at present. 


THE UNITED STATES TRADE-MARK. ASS’N 
34 Nassau Street New York City 
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Just Published 
Trade Mark Profits and Protection 


By 
HARRY A. TOULMIN, JR. 


Member of the Firm of Toulmin ¢€ Toulmin; Member 

of the Bar of the Supreme Court of the United States; 

the Bar of Ohio, etc.; Foreign Member of the Chartered 
Institute of Patent Agents (Great Britain). 


An informal record of the experiences of one of Ohio’s lead- 
ing patent attorneys that points out proved, successful methods 
of influencing the public by means of trade-marks. 
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trade-marks in great detail, and is an essay on 
sound business methods. 


Let us send you this remarkable book—subject to return if not 
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CotieGiaTeE Worxtp Pus. Co. v. Du Pont Pus. Co. ef At. 
(14 Fed. [2d] 158) 


United States District Court, N. D. Illinois 
July 22, 1926 


Trape-Marxs—Descriptive Term. 

A name merely descriptive of qualities or composition cannot be 

monopolized as trade-mark. 
Same—Same—“Co.tiece Humor.” 

The name “College Humor,” applied to magazine publishing ex- 
tracts and illustrations from college humorous publications, being 
merely descriptive, held invalid as a trade-mark. 

Unram CompetiTtion—Test. 

Whether unfair competition exists is mixed question of law and 
fact. 

Same—Use or Name “Cottece Comics” Hetp not Unrair Competition 
witH Use or Name “Cotiece Humor.” 

Defendant’s use of name “College Comics,” applied to magazine 
publishing extracts and illustrations from college humorous publica- 
tions, and size, color, etc., held not unfair competition with plaintiff's 
similar publication “College Humor,” having similar size and dress-up. 


In equity. Suit for alleged unfair competition. Decree for 
defendants. 


David B. Gann, Frederick Secord, J. Walter Stead, Loy N. 
McIntosh, and Junius G. Scofield, all of Chicago, IIl., 
for complainant. 

Arthur E. Wallace, of Chicago, Ill., for Collegiate World Pub. 
Co. 


Herman Waldman, of Chicago, IIll., for Eugene Du Pont. 
Charles W. Hills, of Chicago, Ill., for Du Pont Pub. Co. et al. 


Linney, District Judge: The report of the master is ap- 
proved and adopted by the court as its opinion. 

C. B. Morrison, as master in chancery, filed the following 
report: 

“The undersigned, C. B. Morrison, master in chancery of this 
court, respectfully represents unto your honors that the above- 
entitled cause was heretofore referred to him to take and report 
the evidence together with his conclusions of fact and law thereon. 

“Pursuant to the reference, the parties appeared before the 
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undersigned on divers days, and thereupon certain oral testimony 
and documentary exhibits were offered and introduced in evidence, 
and other proceedings had and taken as will more fully appear 
from the transcript of such testimony and proceedings herewith 
returned into court. After the testimony was completed, written 
briefs were submitted, oral orguments were made on October 9 and 
10, 1925, and the case was taken under advisement by the master. 


Findings of Fact 


“The plaintiff, the Collegiate World Publishing Company, is 
a corporation organized December 1, 1920, under the laws of In- 
diana, with its principal place of business in Chicago, IIl., and is 
engaged in the publishing business. 

“The defendant Du Pont Publishing Company is a corporation 
organized August 6, 1924, under the laws of Delaware, with its 
principal place of business in Chicago, IIl., and is engaged in the 
publishing business. 

“Defendant J. Vincent Spadea was the originator of defend- 
ant’s magazine, and was instrumental in the organization of the Du 
Pont Publishing Company, becoming its president and a director 
thereof. 

“Defendant Harry L. Silverman is the manager of the com- 
pany that distributes defendant’s magazine. He is also vice-presi- 
dent and a director of the corporation defendant. 

“Defendant Eugene Du Pont was originally employed to do 
the editorial work on defendant’s magazine. The evidence does 
not show how long he remained in this employment. 

“In February, 1920, the plaintiff began to publish a magazine 
called the ‘Collegiate World’ and continued its publication until 
April 1922, when it was discontinued, having proved a financial 
failure. It was a national magazine, covering the collegiate field 
with athletic and fraternity news, and was a fiction as distinguished 
from a humorous magazine. In the second issue, published in 
March, 1920, there were two pages headed ‘College Humor,’ con- 
taining extracts and illustrations from various college humorous 
publications. In August, 1920, plaintiff published a book called 
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‘Best College Humor,” selling for $2 a copy, containing material 
similar to the two-page spread in the Collegiate World, and in the 
winter of 1920-21 put out a 50-cent edition of magazine called 
‘College Humor.’ In the spring of 1922 plaintiff published the 
second number of the magazine College Humor, and continued to 
publish it thereafter at intervals until it was issued quarterly, 
eleven numbers in all having been issued at the time defendant’s 
magazine came out. Beginning with the March 1925, number, the 
magazine has been issued monthly. 

“On June 9, 1923, the plaintiff filed its application in the 
Patent Office for the registration of the trade-mark ‘College Humor’ 
for use on a magazine, on November 27, 1923, the trade-mark was 
duly registered, and plaintiff has continued the use of this name 
on its magazine to the present time. 

“About May 1, 1924, J. Vincent Spadea, one of the defendants, 
who had for some time been considering the publication of a maga- 
zine in the nature of a digest of specialist magazines to be sold to 
country newspapers, but had not been successful in obtaining the 
necessary financial assistance, decided to publish a magazine to be 
made up from excerpts and illustrations from the various college 
humorous publications. In pursuance of this plan, he employed 
defendant Eugene Du Pont to assist him, particularly to handle 
the editorial work, and under the name ‘Du Pont Publishing Com- 
pany’ wrote various college publications, asking for the privilege 
of reprinting. After some consideration by Spadea and Du Pont, 
the name ‘The Co-Ed’ was decided upon, and by June Ist a com- 
plete dummy containing the material printed in the first number 
of the magazine when published had been prepared together with 
a cover design hearing the name ‘The Co-Ed.’ Defendents’ Ex- 
hibit J1. Spadea submitted this dummy and cover to different 
people during June, and made no secret of the fact that he was 
about to publish the magazine. The work continued, and on Au- 
gust 1, 1924, Spadea, with the assistance of others, under the name 
Du Pont Publishing Company, published the first issue of the 
magazine The Co-Ed known as the October number. The maga- 
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zine was a digest of humor and illustrations taken from various 
college magazines. 

“Following this issue, the plaintiff filed a bill to enjoin its 
continued publication. The Du Pont Publishing Company, incor- 
porated on August 6, 1924, took over the business begun by Spadea, 
and on September 28, 1924, after the filing of the above bill, got 
out the second number of The Co-Ed, known as the November 
number. This was the last issue under that name. The name was 
changed to College Comics, and the December number of the 
magazine, being the first under that name, was published October 
28, 1924, and the magazine has ever since continued to be published 
as College Comics. 

“On November 10, 1924, shortly after the first issue of Col- 
lege Comics, plaintiff filed the bill of complaint in this cause, alleg- 
ing that defendants’ magazine College Comics, by the use of the 
name College Comics and the slogan ‘College Wit—the World’s 
Best Humor,’ and defendants’ magazine the Co-Ed, by the use 
of the slogan, ‘College Wit—The World’s Best Humor,’ infringed 
plaintiff’s registered trade-mark College Humor, and also alleging 
that defendants had been guilty of unfair competition by the same 
means, the dress-up of the magazines, and otherwise. 

The words composing the name College Humor are common 
words, and as used by plaintiff are descriptive of its magazine, the 
word ‘humor’ describing the character of the contents and the word 
‘college’ the source from which the material is obtained or the 
activities to which it relates. In the beginning, the magazine con- 
sisted entirely of extracts and illustrations taken from college 
humorous publications, and the back cover of the first six numbers 
bore the illustration of a college yell leader with the names of many 
college publications scattered over it. Beginning with the autumn, 
1923, number, plaintiff began to insert more original matter until 
at the time of the hearing before the master, the magazine would 
be described as a combination of humor and _ fiction—the jokes 
coming from college publications, and the stories being of a hu- 
morous character and bearing on college life. 

“The word ‘college’ had been used as a part of the title of 
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various college papers or magazines before plaintiff used it in the 
name of its magazine, such as College Life, published since 1888 
by the College of Emporia, The College Coyote, published since 
1918 by the College of Idaho, ete. These publications were dis- 
tributed and sold, not only to the students of the respective colleges, 
but also to their alumni in various states. Defendants’ Exhibits 
HH1 to HH5. 

“Plaintiff was not the pioneer in reprinting excerpts and il- 
lustrations from college humor publications. The magazine Judge, 
beginning in 1912, contained a column headed ‘With the College 
Wits’ consisting of such material, this column being enlarged to a 
page in 1917. Judge used a design at the top of its ‘With the Col- 
lege Wits’ page composed of the names of college magazines, sim- 
ilar to the design used later by plaintiff for the back cover of the 
first six numbers of College Humor. Beginning with March 13, 
1920, an annual number of Judge was gotten out, known as the 
College Wits Contest Number, composed almost entirely of original 
material produced by college students. 

“As heretofore indicated, humorous magazines have been pub- 
lished for many years by college students of almost all the 
principal colleges in the country. They are _ described 
and referred to collectively as college comics, as  distin- 
guished from literary, and other college publications. College 
Comics is the name chosen by the Du Pont Publishing Company as 
the name of its magazine. That name too is descriptive, as the de- 
fendants’ magazine is devoted to the college field, and the sources 
from which the material comes are the various college humorous 
publications. 

“The word ‘college’ has not acquired a secondary meaning, re- 
ferring to plaintiff's magazine alone. Plaintiff’s magazine is known 
and called for by its full name College Humor, and ‘college’-—the 
word common to the names of both plaintiff’s and defendants’ 
magazine—is not the distinguishing word of plaintiff’s title. The 
words ‘humor’ and ‘comics’ are not similar in appearance and 
sound, and the names College Humor and College Comics differ 
accordingly. While the names convey much the same meaning, this 
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is necessarily so because both are descriptive of the articles to which 
they are applied. Defendants’ name College Comics has always 
been displayed in a distinctive manner on the magazine, being 
printed in letters of peculiar type on a flying white banner. 

“The phrase, ‘College Wit—the World’s Best Humor, was 
printed across the top of the front cover and above the name The 
Co-Ed on the two numbers of the magazine put out by the defend- 
ants under that name and in the same position on the first number 
of defendants’ magazine College Comics, and thereafter the use of 
those words was discontinued, and instead defendants used the 
catch phrase ‘America’s Humorous Monthly.’ This last phrase was 
adopted after this suit was begun. 

“The words in the slogan, ‘College Wit—the World’s Best 
Humor, were printed in much smaller type than the title of the 
magazine, and are of uniform size, without emphasis on any one 
word. The slogan is but an expression of opinion as to the merits 
of the magazine on which it is printed. The words are descriptive 
words in common use. 

“Plaintiff claims that defendants’ use on its magazine of a 


cover having a red background and bearing the picture of a girl in 
the central part thereof is unfair, as is also the similarity in the 
size of defendants’ magazine to plaintiff's. 


“It is common practice to use the picture of a girl on covers 
of magazines, and a comparison of the magazines of plaintiff and 
defendants shows there is no similarity in the illustrations of the 
girls appearing thereon. 

“It cannot be said that, when defendants’ first Co-Ed was put 
out, plaintiff had identified red as the predominant color of the cov- 
ers of its magazine. Up to that time plaintiff had only published 
eleven numbers of College Humor. Of the covers on the first six 
numbers, only one had red appearing on it, and the ruling color of 
that is blue. The next four numbers had covers with red back- 
grounds, and the eleventh, which was the one on the market at the 
time defendants’ first magazine appeared, had black as the pre- 
dominating color of the background. The color on defendants’ 
first Co-Ed was red, and that color has been used by defendants ever 
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since, and defendants’ covers can more truly be said to have a 
background of red than plaintiff's subsequent numbers, for in giv- 
ing a comparative description of the two it would have to be said 
that defendants’ magazine has a red background while plaintiff’s at 
most has a red border. Red is a popular color for the covers of 
magazines generally, because it is bright and attracts the attention 
of the purchaser. 

“Defendants’ and plaintiff's magazines are about the same size, 
plaintiff's being a fraction of an inch longer. There are many 
magazines on the market approximately this size, and there is 
nothing unusual in the fact that defendants’ magazine is about the 
same size as plaintiff's. 

“The plaintiff claims that the similarity of defendants’ name 
‘College Comics’ and the slogan ‘College Wit—The World’s Best 
Humor’ to plaintiff name, and the resemblance in the dress-up 
of the two magazines, have caused confusion among purchasers, 
and that plaintiff has been injured thereby. 

“There was some confusion, but it was due to the carelessness 
or inattention of dealers and purchasers who did not know a new 
magazine had come out. Such confusion is to be expected at first, 
where a new magazine enters the field dealing with the same gener- 
al subject-matter as a magazine already on the market. This con- 
fusion was negligible, and would soon disappear as the reading 
public came to know there were two magazines dealing with the 
humorous side of college life. The conclusion that existed was due 
to the fact that plaintiff selected descriptive words for its name. 


“Similarity in names of magazines dealing with the same sub- 


ject is not unusual, but on the contrary is quite common, such as 
Popular Science, Popular Mechanics; Outdoor Life, Outdoor Recre- 
ation; Field and Stream, Forest and Stream; Boy’s Life, Boy’s 
Magazine; Ladies Home Journal, People’s Home Journal; Radio 
Doings, Radio Digest, Radio World, Radio Age, Radio Progress, 
Radio News, Radio Broadcast; Motor, The Motor, Motor Trans- 
port, Motor Record, Motor World, Motor Age, Motor Life; ete. 

“Plaintiff contends that it was unfair for defendants to obtain 
reprint privileges from college humorous magazines from which 
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plaintiff had theretofore by permission been using excerpts and in 
a few instances had exclusive contracts. While the Du Pont Pub- 
lishing Company endeavored to and obtained reprint privileges from 
many of the college publications, plaintiff did not have the right 
to a monopoly on that source of supply, and there is no evidence 
of any unfair or wrongful conduct on the part of any of the de- 
fendants in this connection. The evidence indicates that plaintiff's 
efforts to obtain exclusive reprint privileges began after it learned 
defendants’ magazine was coming out: or at least became more 
active. The rivalry between the two sides in reference to obtaining 
rights in this source was keen, and both were alert to the importance 
of the situation. 

“On July 80, 1924, one day before defendants published their 
Co-Ed, plaintiff published a magazine also bearing that name, and 
shortly thereafter began the suit heretofore mentioned to enjoin de- 
fendant’s Co-Ed. Plaintiff’s magazine was not similar to defend- 
ants,’ but was composed of stories supposed to bear on college life. 
Each side charges unfairness on behalf of the other in the use of 
the name Co-Ed. The suit on that question is still pending, and 
the master does not deem the evidence before him sufficient to make 
findings on the subject other than that defendants did not know 
until July 30, 1924, that plaintiff was coming out with a magazine 
under the name Co-Ed, and that plaintiff knew at least as early 
as July Ist that defendants were intending to use that name. 


“The Du Pont Publishing Company published only two num- 


bers of its magazine under the name Co-Ed, and then changed 
the name to College Comics, because, as defendants claim, there 
would be confusion from two magazines on the market with the 
same name, and the contents of plaintiff’s Co-Ed were of such 
questionable character as to render the name valueless; defendants 
also contending that plaintiff's Co-Ed was brought out with the 
intent of besmirching that name. Five numbers of plaintiff's Co- 
Ed were published, the last being the January, 1925, number, is- 
sued about January 5th. It was then abandoned as a financial 
failure and not thereafter published. 
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“Findings of Law 


“It is found as a conclusion of law that the bill of complaint 
should be dismissed for want of equity. 

“The plaintiff’s trade-mark is invalid. A name that is merely 
descriptive of the qualities or composition of an article, and the 
primary meaning of which others may employ with equal truth, 
for the same purpose, cannot be monopolized as a trade-mark. 
Beckwith v. Commissioner of Patents, 252 U. S. 588, 40 S. Ct. 414, 
64 L. Ed. 705 [10 T. M. Rep. 255]; Warner v. Lilly, 265 U. S. 
526, 44S. Ct. 615, 68 L. Ed. 1161 [14 T. M. Rep. 247]; Standard 
Paint v. Trinidad, 220 U. S. 446, 81 S. Ct. 456, 55 L. Ed. 536 
[1 T. M. Rep. 10]; Elgin v. Illinois, 179 U. S. 665, 21 S. Ct. 270, 
45 L. Ed. 865; Brown v. Meyer, 139 U. S. 540, 11 S. Ct. 625, 35 
L. Ed. 247; Photoplay v. La Verne (C. C. A.) 269 F. 780 [10 T. M. 
Rep. 102]. 

“The facts in this case already stated do not bring it within 
the law condemning unfair competition. Whether such competi- 
tion exists or not is a mixed question of law and fact. There is 
some conflict on this subject in the decisions, most of which disap- 
pears when the facts of the particular case are considered. In the 
Seventh Circuit the view taken by the Court of Appeals is clearly 
indicated in Feil v. Robbins, 220 F. 650, 186 C. C. A. 258[5 T. M. 
Rep. 163], and Sears, Roebuck & Co. v. Elliott, 232 F. 588, 146 
C. C. A. 546 [6 T. M. Rep. 345]. 

“The attorneys on both sides filed elaborate briefs with the 
master and quoted extensively from the cases relied on. The an- 
thorities presented have been considered, and in the master’s 
opinion, support the conclusions of law stated above. To analyze 
the cases cited would unduly extend this report and would be of 
little, if any, help to the court in arriving at its conclusions, as 
the attorneys will, of course, present the authorities to the court. 


Objections 


“The undersigned further reports that on the 25th day of 
November, 1925, he mailed to counsel for the respective parties a 
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copy of his draft report, together with a notice in writing to the 
effect that objections to the report might be filed on or before the 
5th day of December, 1925. Thereafter, at the request of counsel 
for plaintiff the time was extended, and on December 19, 1925, 
plaintiff filed objections numbered 1 to 12, inclusive. No objections 
were filed by defendants. 

“The passing upon objections was delayed at the request of 


counsel for plaintiff, and, with the acquiescence of counsel for de- 
fendants, until the present time. The master has considered the ob- 
jections filed, and overrules each and every one, and stands by his 
report. 
C. B. Morrison. 
“Master in Chancery.” 


Dopce Bros. v. East 
(8 Fed. [2d] 872) 


United States District Court, Eastern District of New York 
April 20, 1925 


Unram Competition Surr—Morion on Arripavits Hetp Property Deniep. 

Motion for temporary injunction, based merely on affidavits, in 
suit for alleged unfair competition, held properly denied. 

SaME—SAME—MANUFACTURER AND Deater—Former Hetp Proper Party 

PLAINTIFF. 

In suit by automobile manufacturer to restrain unfair competi- 
tion by dealer in second-hand automobiles, by similarity in advertis- 
ing devices leading public to believe that defendant was plaintiff’s 
dealer, held, that manufacturer, whose rights had been affected, rather 
than its dealer, was proper party plaintiff. 

Same—Same—Deception or Pusuic as Basis or Action. 

Court of equity is not concerned with ordinary misapprehension 
of general public in course of legitimate trade, but only with an 
unfair appropriation when clearly shown to have for its object the 
creating of such deception. 

SameE—SamE—SameE—TEst. 

When plaintiff claims public has been deceived, or is reasonably 
likely to be deceived, by advertising of defendant, such deception 
must rest on proof that defendant has appropriated something pecu- 
liarly belonging to plaintiff, and associated in public’s mind, by reason 
of expenditure of money, and wide, continuous, and uniform advertis- 
ing, with plaintiffs business. 
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Same—Same—Ricurt To Restrain Deater From Use or ADVERTISING. 
Automobile manufacturer held entitled to restrain intentional ap- 
propriation of a peculiar advertisement device by dealer in second- 
hand automobiles, likely to create belief in public mind that defendant 
was plaintiff's authorized dealer. 
In equity. Suit to restrain unfair competition. Decree for 


plaintiff. 


Putney, Twombly § Putney, of New York City (Louis H. 
Hall and Lemuel Skidmore, both of New York City, of 
counsel), for plaintiff. 

Robert Jablin, of New York City (Jacob Broches Aronoff, of 
New York City, of counsel), for defendant. 


Incu, District Judge: This is a suit in equity for alleged 
unfair competition. Plaintiff, a manufacturer of automobiles, has 
sued the defendant, and asks that he be restrained from continuing 
to employ certain signs in connection with his business premises; 
from using signs employing white letters on a blue background, in 
conjunction with the use of the name Dodge; from using the words 
“Dodge Dealer’; and from using any words or combination of 
words, colors, or style of lettering which would tend to deceive the 
public into believing that the defendant is operating a service sta- 
tion or a salesroom under authority from, or with the approval of, 
the plaintiff. The defendant has duly answered, denying the 
existence of any facts which would justify the granting of the re- 
lief prayed for by plaintiff, and setting up the defense of laches. 

The plaintiff made a motion for a temporary injunction, on 
affidavits, which, in my opinion, was properly denied by Judge 
Campbell. A decision otherwise would have given plaintiff on mere 
affidavits all the relief which a trial court could give after the ex- 
amination and cross-examination of witnesses. Where deception, 


wilful or otherwise, is in issue, the granting of what might be 
drastic relief usually should wait for a trial. 

The question presented here is not free from difficulty. On 
one hand, the plaintiff's business should be fairly and properly 
protected. On the other, defendant’s business should not be un- 
fairly and unreasonably obstructed or injured. There has been no 
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attempt made to show actual fraud on the part of the defendant, 
such as the selling of cars under the misrepresentation that they 
were Dodge cars. The deception claimed, if any, is of a subtle 
nature. It remains to be seen whether any such deception at all, 
that a court can recognize, exists. 

A brief statement of the business of both parties may be help- 
ful. The plaintiff, Dodge Bros., is a Michigan corporation, doing 
the business of making and selling automobiles. It does not sell 
secondhand cars, nor does it, itself, maintain “‘service stations” or 
or “repair stations.” 

Since 1914, plaintiff’s cars have been sold under the name of 
“Dodge Bros. Motor Cars.” This correct name has been shortened 
by the public to “Dodge Bros.” or “Dodge Cars.” According to 
the testimony, since 1914, over a million and a quarter of these 
automobiles have been sold by plaintiff, at an average price of 
$1,000 a car. During this same period close to $12,000,000 has 
been spent by plaintiff in advertising its motor cars. 

The character of this advertising was described by a witness, 
Mr. Lyons, in charge of the service department of the factory of 
plaintiff, which is a division of the sales department, of which the 
advertising department is also a part. This witness stated that the 
plaintiff had always used, in its billboard and its other advertising, 
a uniform style or design. This was the name “Dodge Bros.,” in 
block type, in white letters, on a very deep blue background, the 
letter “E,” in the word “Dodge,” having its middle stroke carried 
out slightly beyond the upper and lower stroke. ‘We have always 
used it in that work, poster, board, billboards, and painted boards, 
and the style or the design of the advertising matter has been uni- 
form all the way through. The two outstanding characteristics, or 
rather three, are a blue background, very deep blue, and white 
letters, of what is called the block type, and this advertising has 
been the same in form from the beginning.” 

This combination appeared on the various photographs of- 
fered by plaintiff. It is this distinct and unique form of advertise- 
ment of the name “Dodge” that has been spread far and wide, 
at great expense, by plaintiff. It is claimed, and is reasonable to 
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suppose, it has become identified, in the general public’s mind, 
with plaintiff's product and business. Thus the public, using 
“Dodge” cars, to the extent of over a million, can be reasonably as- 
sumed to have a good impress of the reliability and substantial 
character of plaintiff, and would reasonably have the same good 
opinion as to any subsidiary activity connected with its business 
into which plaintiff has gone, or into which the general public 
might reasonably be led to believe it had gone, although the con- 
trary was the fact. 

In other words, a situation has been developed by this ad- 
vertising of plaintiff, all of which costs a great deal of money, 
where the following statement may be quoted, from the case of 
Hilson Co. v. Foster, (C. C.) 80 F. 896, at page 897: ‘“Money 
invested in advertising is as much a part of the business as if in- 
vested in buildings, or machinery, and a rival in business has no 
more right to use the one than the other.” 

But, while we are thus quoting from the above case, it may 
be well to quote further, where Judge Coxe says: “The action is 
based upon deception, unfairness, and fraud, and when these are 
established the court should not hesitate to act. Fraud should be 
clearly proved; it should not be inferred from remote and trivial 
similarities. Judicial paternalism should be avoided; there should 
be no officious meddling by the court with the petty details of trade; 
but, on the other hand, its process should be promptly used to pre- 
vent an honest business from being destroyed or invaded by dis- 
honest means.” Hilson Co. v. Foster, supra. 

Let us now turn to the defendant and his business. The de- 
fendant since 1915 has been, and still is, a duly licensed dealer 
in used ears. Since 1919, he has specialized in used Dodge cars. 
In other words, he has devoted himself, exclusively, to building up 
a good will with numerous customers, who, having bought a new 
Dodge car, and desirous of selling it, have learned to come to him 
or send friends similarly situated and receive the cash value of their 
used car. In addition, and as a necessary adjunct, to this second- 
hand car business, defendant maintains a service station. His 
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main place of business is at 1270 Bedford Avenue, Brooklyn, and his 
service station is at 814 Sterling Place, Brooklyn. 

The Bedford Avenue place holds 11 cars and is showroom. 
The Sterling Place service station is built of fireproof brick, and 
holds 22 cars. 

This business conducted by defendant is quite common. It is 
useful, legitimate, and, so far as I can see, from this record, has 
been conducted by him without even a suspicion of any dealing 
that might be considered a reflection on the integrity of his business. 
It is defendant’s sole business, and, though he may call himself 
manager, such in fact he is, as well as being the sole proprietor. 
While his business is modest in capital invested, compared with 
plaintiff, yet the court should be and is equally as concerned with 
his rights as with those of plaintiff. On the above general state- 
ment of the business carried on by the parties we have to look into 
their respective rights. 

In the first place, the plaintiff corporation does not sell or buy 
secondhand cars. Its sole business is the selling of new cars. This 
is far from saying, having in mind the valuable good will, which is 
an essential part of the business of plaintiff, as well as that of any 
other concern, that plaintiff's business interests entirely cease upon 
the sale by it of such new Dodge car, and that from then on it is 
not in any way substantially concerned with whether or not such 
purchaser becomes a satisfied buyer. The contrary is true. Every 
satisfied buyer is a potential buyer of a new car of the same make. 
In fact, the saturation point of first buyers is nearer reached than 
the point where another car is bought, perhaps larger and better, 
and of the same make, because the service rendered by the old car 
was satisfactory and its maker found reliable. 

Again, plaintiff certainly cannot complain that its car is 
known as a Dodge car as long as it lasts. That is the name given 
to it at birth, and every one has a right to refer to it, by advertise- 
ment or otherwise, by this its true name. Also no court should 
prevent a person selling a Dodge car or buying one, and the mere 
fact that some one makes a specialty of doing this does not seem 
to me to change the situation. 
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There is no proof offered or claim made here that defendant 
has ever sold, as a Dodge car, one of some other make. Indeed, 
plaintiff’s counsel in his brief states, at page 46: “The plaintiff 
asks no restrain whatever on the right of the defendant to deal in 
used Dodge Bros. cars. It claims no right whatever to interefere 
or limit him in advertising that he deals in used Dodge Bros. cars. 
It has no interest whatever as to the amount of business done by 
him in used Dodge Bros. cars, or other cars. It fully and freely 
concedes, and has always conceded that any one may lawfully 
and properly deal in used cars of any description, including Dodge 
Bros. used cars. The sole claim that it makes in respect thereto is 
that a person not conducting his business in cooperation with and 
under the sanction of the plaintiff shall not falsely represent to the 
public, either directly or by implication, that he is acting under the 
plaintiff's sanction, and shall not display the plaintiff’s sign mark 
and ‘commercial signature’ in connection with such business.” 


In other words, the issue narrows down to the request by the 
plaintiff that this court restrain the defendant from intentionally or 


unintentionally deceiving the general public into reasonably believ- 
ing that the plaintiff corporation is connected in some way with 
defendant’s business; the reason being that the general public, 
dealing with defendant, might not be satisfied with the treatment 
it received from defendant, and thus, without ability to protect 
itself, the plaintiff’s business good will unfairly be harmed, or, if 
satisfactory treatment is given, the defendant is thus unfairly en- 
joying an increase in his own business, paid for directly by plain- 
tiff, yet without any return from defendant to plaintiff on its in- 
vestment. Therefore, if the advertising used by defendant is legi- 
timate, no wrong has been done plaintiff. If this advertising is a 
deception, a court of equity should interfere. To allow such a de- 
ception to continue would be unfair competition. 

Much has been said about this question of competition. This 
action is one for unfair competition. As stated, plaintiff deals in 
new automobiles. Defendant deals in secondhand automobiles. 
Plaintiff does not sell any cars, in Brooklyn, to individual pur- 
chasers. A corporation, Bishop, McCormick & Bishop, located in 
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Brooklyn, is the sole buyer of all the Dodge cars sold by plaintiff 
in this territory. 

Plaintiff, therefore, has but one customer in this district, and 
this customer is said to be selected by plaintiff most carefully; the 
character, capability, and capital of every such buyer or dealer is 
carefully and thoroughly investigated. A system of supervision 
over such buyer exists, and the relationship between the two is one 
of cooperation. The advertising of this buyer is supervised and 
approved by plaintiff, and, while the plaintiff maintains no service 
stations, this buyer is required to maintain one or more, and keep 
the accessories and parts complete and service efficient. Plaintiff 
carries this arrangement out throughout the country. It is this 
buyer alone that deals in secondhand Dodge cars. It is entirely 
separate from plaintiff. 

Thus, while there is no actual competition as to sale of new 
cars between plaintiff and defendant or direct competition between 
them as to the sale of used cars or in maintenance of service sta- 
tions, yet there is this connection between plaintiff and its sole 


buyer, which by reason of plaintiff's good-will and co-operation, 
supervision, and arrangement, between plaintiff and its buyer, 


creates a competition in its broader sense, even if there is no actual 
competition in the narrow definition of the word. 

However, courts of equity have not felt themselves bound to 
such narrow definitions where deception plainly is shown. ‘Equity 
looks, not at the character of the business in which the parties be- 
fore the court are engaged, but at the honesty or dishonesty of their 
acts.” (Page 2.) * * * “The existence of this right of action 
depends upon the question of fact whether what is done in a special 
case tends to pass off the goods of one man as being those of an- 
other or tends to deprive any one one of his rights.” (Page 3.) 
* * * Nims on Unfair Competition. 

On the facts here and the nature of the deception claimed, 
it would seem to me that the plaintiff, whose rights have been af- 
fected, rather than its dealer, is the proper plaintiff. The power 
of a court of equity is apparently no longer confined to merely re- 
straining another from selling falsely represented goods, but has 
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been extended to prevent a deception of the general public into be- 
lieving that good-will, or investment, of another, are enjoyed by or 
is a part of another’s business, so that the ordinary public would 
be led to believe that, in dealing with such person, it was also deal- 
ing in some way with the other. 

The court is not concerned with the ordinary misapprehension 
in the course of legitimate trade, but is concerned with an unfair 
appropriation, when clearly shown to have for its object the creat- 
ing of such deception. For example of this doctrine see the fol- 
lowing cases: 

Florence Manufacturing Co. v. Dowd & Co., 178 F. 73, 101 
C. C. A. 565 [1 T. M. Rep. 289]. This was a suit for infringe- 
ment of a trade-mark and for alleged unfair competition. Judge 
Coxe, at page 75 (101 C. C. A. 567), says: “The law is not made 
for the protection of experts, but for the public—that vast multi- 
tude which includes the ignorant, the unthinking, and the credulous, 
who, in making purchases, do not stop to analyze, but are governed 
by appearances and general impressions.” 


L. E. Waterman Co. v. Modern Pen Co. (D. C.) 198 F. 242 
[2 T. M. Rep. 115]; where Judge Hand, at page 246, says: 


“Motive has a just share in determining whether a man is in fact 
pursuing his genuine interests, and whether he is therefore acting on his 
‘rights’; but, when each party is obviously trying to increase his property, 
his estate, his ‘universitas, the mutual limitations of activity between 
them do not depend upon the motive, so far as I know, but upon the means 
they use to effect their intentions and the results that ensue.” 


Here the original signs of defendant and the rather reluctant 
and gradual change are quite persuasive that there was something 
of value to defendant, not in the name, but in the peculiar form of 
advertisement of the name by plaintiff. 

Akron Overland Tire Co. v. Willys Overland Co. (C. C. A.) 


273 F. 674 [11 T. M. Rep. 281]; where Judge Buffington, at page 
675, says: 


“We note the earnest contention of defendant’s counsel that the case 
was one where there could be no unfair competition on the part of the 
defendant, because the defendant was not in business competition, where 
the parties were not in competition in the same kind of business. * * *” 
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And at page 676: 


“It will thus be seen that the business of both companies, because 
they both concern some phase of automobile activity, were interrelated.” 

Wilcox & White Co. v. Leiser (D. C.) 276 F. 445, where Judge 
Manton, at page 446, says: 

“And the court should interfere where the defendant seeks to get the 


benefit of plaintiff’s reputation and advertising and forestall the exten- 
sion of his trade.” 


Beechnut Packing Co. v. Lorillard Co. (D. C.) 299 F. 834 
[16 T. M. Rep. 158]. While this was a suit relating to a trade- 
mark, yet the reasoning is applicable to this case; Judge Lynch 
saying, at page 846, after stating the rule as to trade-marks: 


“If any cases are to be found which seem to depart from this rule, 
examination will show either that they involved facts showing actual 
fraud or bad faith, or the equivalent thereof.” 


The deception in this case may be again stated to be, not in 
the use of the name, but in the intentional appropriation of the 
peculiar advertisement of that name by plaintiff. 

Finally, Vogue Co. v. Thompson Hudson Co. (C. C. A.) [16 
T. M. Rep. 263]; 300 F. 509, hereafter also quoted from by me 
in connection with the right merely to use the name. Here, at 
page 512, Judge Denison states: 

“This rule [unfair competition] is usually invoked when there is an 
actual market competition between the analogous products of the plaintiff 
and the defendants, and so it has been natural enough to speak of it as 
the doctrine of unfair competition; but there is no fetish in the word 


‘competition.’ ‘The invocation of equity rests more vitally upon the un- 
fairness.” 


Both plaintiff and defendant have cited many cases, about 
which there can be no question, where one man sells as his own 
goods those manufactured and better advertised by another, and 
cases where there existed in direct competition, in its narrower 
sense, a wilful fraud. None of these is considered by me applicable, 
because there are no such facts in this case. This case must be 
decided on the theory of the cases above expressly mentioned. 

Nor is this a “trade-mark” case. Therefore it would not seem 
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to make any difference whether the two businesses carried on are in 
fact entirely similar or dissimilar, provided the public has been 
deceived, or is plainly likely to be deceived, by an appropriation 
and use unnecessarily, by one concern, of that which plainly be- 
longs to and is of plain value in the business carried on by another, 
and which may injure its entrance directly into that field. 

Such deception may arise where there has been an intentional 
appropriation and use by one concern of another’s “commercial 
signature,’ or distinctive and sufficiently extensively advertised 
business sign, apart, of course, from the mere correct name of an 
article manufactured. It seems to me, therefore, that the real 
difficulty presented by this case arises from the failure to distin- 
guish between a name of an article and a distinctive method of 
advertising same, adopted by its maker. Whether or not it is a 
poor business policy to curtail in any way the spread of a business 
name by eager and legitimate persons is not for me to say. 

Suffice it to state that plaintiff’s product is known as a “‘Dodge’’ 
car. By that name it alone can be fairly and properly described. 


If plaintiff had no definite and distinctive method of advertising its 
name, there would be no deception in its use, for, as said in the 
case of Vogue Co. v. Thompson Hudson Co., supra, at page 511, 
while 


“there is likely to be a considerable element of mistake on the part of 
purchasers who suppose that the use of the word indicates some connec- 
tion with the magazine, it is a mistake for which plaintiff must carry 
the responsibility, because it chose as the name of its magazine a word 
which all are at liberty to use.” 

Thus it seems to me that an individual or a business concern 
could and must use the name “Dodge” in describing what is in 
truth a “Dodge” car. Where, however, it is not this name of its 
product, but an appropriation of a sign, adopted at great expense 
and over a long period of time, by plaintiff, for advertising its 
product, then the act of deception is in this intentional appropria- 
tion of this distinctive sign, not in the use of the name. 

Bearing, therefore, this distinction in mind, it seems to me 
that what plaintiff is entitled to have stopped is the intentional 
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use by defendant of plaintiff’s distinctive form of advertising of the 
name “Dodge,” to wit, in white block letters, without and particu- 
larly with the peculiar ““E,” and whether or not used in connection 
with the word “Brothers,” or “Motor Car,” or “Car.” No reason 
suggests itself to me why this peculiar form of combination of ad- 
vertisement of this name must or should be used by defendant, in 
connection with his buying, selling, or repairing of automobiles, even 
of the Dodge type. His business can be advertised and conducted 
just as well without it. 

This being so, it seems to me that, where the proof shows that 
not the name, but the peculiar form of advertising of the name, be- 
longing to plaintiff, is used, it should be stopped. Beyond this I 
do not think the court should go. There is no exclusive right in 
the colors, or in the name, or in the business. There is, it seems 
to me, in this case, an exclusive right earned to the particular and 
distinct advertisement of the name “Dodge” in connection with 
“car,” and its nonuse puts no undue burden that I can see upon 
defendant. 


Defendant uses the following signs to advertise his business; 


the colors used are blue and white, the background being of the 
former and the letters being of the latter color: 

At his main place of business, 1270 Bedford avenue, Brooklyn, 
the sign is (Plaintiff's Exhibit 4): 


WM. V. EAST 
USED DODGE CARS 
EXCLUSIVELY 


At his service station, 814 Sterling place, Brooklyn, along 
the front thereof appears: 


814—WM. V. EAST 
SERVICE STATION—$14 


While hanging out at right angles to the sidewalk is a small 
sign (Plaintiff's Exhibit 7): 


REPAIRS 
for 
DODGE 
CARS 
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These signs are the principal object of the complaint of plain- 
tiff. On his letterheads he uses the words: 


WILLIAM V. EAST 
DODGE BROTHERS USED CARS 
EXCLUSIVELY 


While on his envelopes he uses the following: 


WM. V. EAST 
DODGE DEALER 
1270 Bedford Ave., 

Brooklyn, N. Y. 

Applying the above reasoning to defendant’s signs and ad- 
vertisements, it seems to me that his sign at the service station 
should not have the name “Dodge” in these white block letters, 
with or without the peculiar “E,”’ on a blue background. He can, 
however, have the name “Dodge” in some other form of letters. 
With this criticism I see nothing to forbid in his present service 
station advertisement. 

As to defendant’s sign at his main place of business, as at 
present used, the same and sole criticism as to the word “Dodge” 
exists. Of course, it goes without saying, that the form previously 
used, and now abandoned by defendant, of the word “Dodge Bros. 
Department,” was wrong, and conceded to be so by his counsel. It 
has been discontinued. 

It also seems to me that the words “Dodge Dealer,” apparently 
used by defendant on his business envelopes, is, as it stands, mis- 
leading and wrong, because plaintiff has no such dealer, and de- 
fendant knows it. This should be changed, to avoid any misconcep- 
tion in the public’s mind. The words “Dodge Service,” and “Dodge 
Service Station,” had been abandoned by defendant, and were for 
like reason wrong. 

Summing up the whole matter, it seems to me that, when plain- 
tiff claims the public has been deceived, or is reasonably likely to 
be deceived, by the advertising of defendant, such deception must 
rest on proof that defendant has appropriated something peculiarly 


belonging to plaintiff, and associated in the public’s mind, by rea- 
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son of expenditure of money and wide, continuous, and uniform ad- 
vertising, with plaintiff's business. 

Returning to the peculiar form of advertising of plaintiff as 
testified to, it appears that it is the name “Dodge” in white block 
letters, with a peculiar “E,” on a blue background. It would be, 
perhaps, asking too much to compel the public to distinguish be- 
tween the association of the words “Brothers,” “Motor Cars,’ or 
“Cars,” with this word “Dodge,” or with merely the peculiar “E.” 

It would seem that the use of the word “Dodge” in white block 
letters on a blue background, in connection with an automobile 
business, whether in the sale or repair of same, would probably 


have the same effect on an average person’s mind. As I have 
already said, beyond this I do not think a court should go, in striv- 


ing to protect one business concern against possible unfair com- 
petition by another legitimate business. I find no laches. 

Accordingly, plaintiff may have a decree, to be settled on notice. 
in accordance with this opinion. 


GERRARD ET AL. V. CARY ET AL. 


United States District Court, Eastern District, New York 
(9 F. [2d] 949) 


December 19, 1924 


Trape-Marxks—Svuit ror Unrair Competition—Lack or JURISDICTION. 

Where defendants and one of plaintiffs were residents of same 
state, a federal court, having found against plaintiffs on issue of in- 
fringement of patent, was without jurisdiction as to plaintiff’s claim 
of unfair competition. 

Same—Same—Unrar Competition—Essence. 

Essence of unfair competition is palming off of one’s goods as 

merchandise of another. ° 
Same—Same—Porcnase oF UNPATENTED MACHINE AND Devetoprina More 

Sreep THEREIN NoT Unrarr ComPeETITION. 

Where plaintiffs developed greater speed in production by making 
improvements in existing machine, defendants committed no wrong 
in purchasing same kind of machine and developing more speed by 
making changes therein, especially where plaintiffs had not then 
applied for patent. 
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Trape-Marks AND TrapeE-Names AND Unrarr CoMPETITION—SIMILARITY IN 
Price Lists Herp nor To SHow UNFAIRNESS. 
Similarity between certain prices on defendants’ price lists and 
plaintiffs’ prices held not to show unfairness. 


In equity. Suit for alleged infringement of patent and unfair 
competition. Bill dismissed. 


Darby & Darby, of New York City, for plaintiffs. 

Cooper, Kerr & Dunham, of New York City (William O. Belt, 
of Chicago, Ill., and Drury W. Cooper and H. I. Bern- 
hard, both of New York City, of counsel), for defendants. 


CamMPBELL, District Judge: This is a suit in equity for the 
alleged infringement of Patent No. 1,466,334, issued by the United 
States Patent Office to Alec J. Gerrard and Parvin Wright, two 
of the plaintiffs herein, and also for alleged acts of unfair competi- 
tion on the part of the defendants. 


[The portion of the opinion relating to the infringement of patent 
is here omitted. Ep.] 


The defendants are residents and citizens of the state of New 
York, and the plaintiff Gerrard Wire Tying Machines Company, 
Inc., is a New York corporation; therefore, having found against 
the plaintiffs on the patent in suit, this court is without jurisdiction 
as to any claim of unfair competion by said corporation. 

If, however, it can be held that the defendants have been in 
competition with any of the plaintiffs, as to which competition this 
court has jurisdiction, then it clearly appears that there has been 
no attempt on the part of the defendants to palm off their goods as 
the merchandise of the plaintiffs, which is the essence of the wrong 
in unfair competition; but, on the contrary, the defendants appear 
to have made great efforts to advertise as their own the goods and 
merchandise manufactured by them. Armour & Co. v. Louisville 
Provision Co. (D. C.) 275 F. 92 [11 T. M. Rep. 384]; Auto Acety- 
lene Light Co. v. Prest-O-Lite Co. (C. C. A.) 264 F. 812 [10 T. M. 
Rep. 820]; Edward Hilker Mop Co. v. United States Mop Co., 191 
F, 618, 112 C. C. A. 176 [2 T. M. Rep. 105]; Rathbone, Sard & 
Co. v. Champion Steel Range Co., 189 F. 80, 110 C. C. A. 596, 37 





566 SIXTEEN TRADE-MARK REPORTER 


L. R. A. (N. S.) 258 [1 T. M. Rep. 259]; Charles Broadway Rouss, 
Inc., v. Winchester Co. (C. C. A.) 300 F. 706 [14 T. M. Rep. 159]. 

Whether the plaintiff Gerrard exhibited to the defendant Cary 
the Wells machine with the swaging dies, or the multiple strand 
machine, at the plaintiffs’ Chicago factory, need not be decided, 
because the defendant Cary did not seek admission to plaintiff's 
factory nor gain such admission surreptitiously through fraud, de- 
ception, and chicanery, but was there by the invitation of the 
plaintiff Gerrard, and was shown the machine by him, and not 
under any pledge of secrecy. 

The Wells machine was a machine which was on public sale 
and well advertised, and I am therefore unable to find that the de- 
fendants committed any wrong in trying to ascertain the name of 
its manufacturer or in openly purchasing such machines and try- 
ing to develop more speed on them than they had been able to 
develop on the Nilson machine, which the defendants did with the 
aid of their own mechanics, at their own factory, especially in view 
of the fact that the plaintiff's Gerrard and Wright had not at that 
time filed any application for a patent on their machine. 

The defendant Cary had a patent for swaged wire, No. 1,419,- 
110, dated June 8, 1922, and had a right to make it. The de- 
fendants sell the wire openly to the trade for use on any machine 
to which it is adapted. The purchasers of the Gerrard tying 
machines purchase them without any restrictions as to the wire they 


may use on them, and have the right to use any wire they see fit. 
Motion Picture Patents Co. v. Universal Film Co., 248 U. S. 502, 
87 S. Ct. 416, 61 L. Ed. 871, L. R. A. 1917E, 1187, Ann. Cas. 
1918A, 959. The wire manufactured by the defendants, which was 
produced in court on the trial, however, did not fit the Gerrard 


machines. 

The similarity, claimed to exist in the price lists of the plain- 
tiff’s and defendants, does exist as to a small number of the many 
items listed by the plaintiffs, but differs as to others, and I find no 
unfairness in that. 

As to discounts and underselling, the defendants do not ap- 
pear to have had a monopoly in this form of competition, as the wide 
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range of discounts allowed by the plaintiff's must have made it 
difficult for the defendants to keep pace with them. As to under- 
selling, the plaintiffs seem to have taken advantage of the fact that, 
by reason of the multiple strand machine which they operated being 
capable of producing 3,000 feet of wire per minute, as against 80 
to 85 feet on the Wells machine, to have reduced the price to a 
point where they thought the defendants would not consider it very 
enjoyable or profitable to meet the same. 

I therefore find that the charge that the defendants have en- 
gaged in unfair competition with the plaintiff's has not been sus- 
tained. 

A decree may be entered dismissing the plaintiff’s bill of com- 
plaint, with costs. 


Wituram A. Woopsury v. THe ANpREW JERGENS CoMPANY 
United States District Court, Eastern District, New York 


November 18, 1926 


TrapE-Marks—Unrair Competition—Svurits—OsJection To INTERROGATO- 
RIES. 
In a suit for trade-mark infringement and unfair competition 
objection to plaintiffs interrogatories on the ground that the com- 
plaint prayed for treble damages was overruled. 


In equity. Suit for violations of trade-mark and unfair com- 
petition. On defendant’s objection to interrogatories propounded 
by plaintiff to it. Objection overruled. For decision of this Court 
in a related case, see 16 T. M. Rep. 276. 


George W. Files (Richmond J. Reese), of New York City, 
for plaintiff. 

Keyes Winter and John C. Pemberton, both of New York 
City, for defendant. 


Incu, District Judge: This is a motion for an order over- 
ruling an objection to interrogatories. The defendant has objected 
to answering any interrogatories because the complaint prays for 
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treble damages. Defendant is a corporation. The suit is in equity 
and is apparently for violations of trade-mark and unfair competi- 
tion. The defendant has answered—aside from a doubt as to any 
recovery on treble damages I prefer to follow the only decision I 
can find in this Circuit. (Grasselli Co. v. National Co. 282 Fed. 
379). The case of Best Foods Co. v. Hemphill, 300 Fed. 642 [15 
T. M. Rep. 208] was in the Third Circuit). Objection overruled. 


Free-Crayton Harpwoop Lumser Co. et AL. v. Fee-Crayton 


Harpwoop Co. 
(286 S. W. Rep. 967) 


Supreme Court of Arkansas 
October 4, 1926 


TrapE-Marks AND TrapE-NAmMEs DEFINED. 
Trade-mark or trade emblem is property, and may have value. 
SamE—SaME—ABANDON MENT. 
Abandonment by corporation of trade-mark or emblem held not 
shown, and suit to enjoin defendants from appropriating and using 
such mark held improperly dismissed. 


Action to enjoin use of trade-name. From a decree dismissing 
the complaint, plaintiffs appeal. Reversed and remanded, with 
directions. 


Mehaffy § Mehaffy, of Little Rock, Ark., for appellants. 


Smitu, J.: This suit was brought by appellants for the pur- 
pose of preventing the appropriation and use of a certain trade- 
mark and trade emblem by appellee. One F. F. Fee was engaged 
for many years in exporting lumber, and employed in this con- 
nection a certain trade-mark and a trade emblem. His business 
was finally incorporated under the name of the Fee-Crayton Hard- 
wood Lumber Company. Fee owned 75 per cent. of the capital 
stock of the corporation, less two shares, one of which was owned 
by B. S. Nixon and the other by W. A. Kone. The remaining 25 
per cent. of the stock was acquired from another owner by Mrs. 
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Mamie Fee, the wife of F. F. Fee, so that Fee and his wife owned 
all the stock, except two shares, and the stock was thus owned at 
the time of Fee’s death, which occurred on the 14th day of January, 
19238. 

Nixon and Kone were valued employees of the corporation, and 
were given an interest of one-fourth each in the net earnings of 
the corporation in addition to a monthly salary. Fee’s health failed, 
and for the last year or two of his life the business was conducted 
by Nixon and Kone. The corporation ceased to file reports, and 
the last report which it was required to file with the clerk of the 
county court of the county of its situs was filed in 1921. After the 
death of Fee, his wife took as dower one-third of the stock which 
he had owned, thus making her the owner of half the stock, and on 
the final settlement of the estate she took the remaining half of the 
stock, less the two shares mentioned, in part satisfaction of her 
dower claim. At Fee’s death he was survived by his widow and 
several children, all of whom were minors, including the eldest son, 
whose initials were F. F. F., these being the initials of his father, 
and these initials were part of the trade emblem which the corpora- 
tion had used. 

After the death of Mr. Fee, the business was wound up by Nixon 
and Kone, who alleged in their answer that the corporation had 
ceased to function as such, and its assets and affairs had been ac- 
quired and taken over by a copartnership composed of themselves 
and Mr. Fee, and that as surviving partners they had disposed 
of the partnership assets. It was denied in their answer that the 
trade-mark or trade emblem possessed any value, and was treated 
as being without value in winding up the copartnership affairs, In 
August, 1923, following Fee’s death in January of that year, a 
corporation known as the Fee-Crayton Hardwood Company was 
organized, and both Nixon and Kone were stockholders and officers 
in that corporation. There was testimony that Mrs. Fee was de- 
sirous of having this last corporation organized, although she owned 
no stock in it, as a useful instrumentality in winding up the affairs 
of the original corporation, which was succeeded by the copartner- 
ship, which had operated under the name of the original corpora- 
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tion, and upon the organization of the last corporation it had 
adopted the trade-name and trade emblem of the original corpora- 
tion as things without value to any one and which no one was then 
using. 

The principal question in the case is one of fact, whether the 
assets and affairs of the Fee-Crayton Hardwood Lumber Com- 
pany had been acquired by a partnership which operated under 
what had been the corporate name. We do not set out the testi- 
mony on this subject, as it would serve no useful purpose to do so, 
but announce our conclusion, after carefully considering the testi- 
mony, to be that there was never any partnership between Fee and 
Nixon and Kone. A partnership was proposed, but declined by 
Fee. It is true Nixon and Kone were given a half interest in the 
profits made, but they did not testify that they were to become 
responsible for any losses sustained. They advanced no money 
or property and put into the business only their services, but for 
these services they were to be paid a salary and a per cent. of the 
profits. 

In the case of Wilson v. Todhunter, 187 Ark. 80, 207 S. W. 
221, it was held (to quote a headnote) that: 


“Mere participation in the profits and losses of the business alone 
will not make the participant a partner.” 


Here we have a participation in profits alone, and we think 
this was merely a plan devised to compensate Nixon and Kone for 
their services. It may be said that the conduct of the business after 
Fee’s health failed was such as to make all the participants in the 
business liable as partners to a third person who had dealt with 
them as a copartnership. But that question is not in this case. 

The question is whether there was in fact a copartnership, and 
upon this question we quote another headnote in the case of Wilson 
v. Todhunter, supra, which reads as follows: 

“Whether a partnership exists depends on the intention of the parties, 


to be gathered from the contract construed in the light of all the facts 
and circumstances.” 


That a trade-mark or a trade emblem may have value and be- 
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come a property right is settled by all the cases on the subject, and 
that the trade-mark and trade emblem here in litigation have value 
is shown by the fact that the parties have litigated the right to use 
them. Indeed, the undisputed testimony shows that they have large 
value. Mrs. Fee testified that, although she was not in the export 
business and did not intend to reenter it, she desired to preserve the 
trade-mark and trade emblem under which her husband had oper- 
ated for many years, and which had been used by the original cor- 
poration, for the use of her son when he attained his majority. 
Since the institution of this suit her son, F. F. Fee, has attained 
his majority, and has been made a party plaintiff, and has entered 
the same business in which the original corporation was engaged, 
and his testimony shows the subject-matter of this litigation is very 
valuable. 

The court below dismissed the complaint as being without 
equity, and we think this was error. We do not think there was 
any abandonment of the trade-name and trade emblem; on the 
contrary, we think the ownership thereof continued in the original 
corporation, which does not appear even yet to be dissolved, and 


the trade-name and trade emblem belong to it, and the plaintiffs 
in the case had the right to maintain this suit to prevent the use of 
the trade-name and trade emblem by the defendant. 

The decree of the court below is therefore reversed, and the 
cause will be remanded, with directions to grant the injunction 
prayed for. 


Humpureys, J., not participating. 
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BurreEww ET AL. v. MICHAUX ET AL. 
(273 S. W. Rep. 874) 


Court of Civil Appeals of Texas, Galveston 
April 17, 1926 


Unrarn CompetTitTion—Names or Fraternat Orpers—Ricut to ENJo1n 
not DEPENDENT ON Proor or Deception or PvuBLIc. 

A fraternal order, though not incorporated or engaged in busi- 
ness for profit, may enjoin continued use of its constitution, laws, 
nomenclature, and emblems by another order, and such right is not 
dependent on showing of specified injury, nor misleading of any 
particular person; it being sufficient if there was a natural and prob- 
able tendency to mislead and confuse the public to the hurt and 
injury of plaintiff orders. 

Same—SamME—GENERIC NAMES—WHEN PROTECTED. 

Generic names and emblems will be protected by injunction against 
unauthorized use thereof, if there has been such a prior combination 
and association of them with, or application of them to, a new and 
distinctive enterprise, that their subsequent use by others would 
mislead the public and injure association first using them. 


Suit to restrain use of title. Judgment for plaintiffs, and de- 
fendants appeal. Affirmed. 


Wilford H. Smith and W. M. C. Dickson, both of Houston, 
Tex., and Denison, Watkins § White, of Chicago, IIl., for 
appellants. 

Pollard, Berry & Fisher, John H. Crooker, and Geo. C. Gaines, 
Jr., all of Houston, Tex., for appellees. 


Graves, J.: With the interpolation of only a few words tend- 
ing to greater distinctness, this general statement of the nature 
and result of the suit is adopted from the appellees’ brief as being 
substantially correct: 


“On the 14th day of December, 1918, certain ones of the appellees, 
as officers of ‘Arabic Temple’ of the ‘Ancient Arabic Order of Nobles 
of the Mystic Shrine for North America, filed in the district court of 
Harris County their original petition complaining of some of the appel- 
lants as officers and members of ‘Doric Temple’ of the ‘Ancient Egyptian 
Arabic Order of Nobles of the Mystic Shrine of North and South America 
and Its Jurisdictions, a local organization in Houston, Harris County, 
Tex. (the plaintiffs being the ‘White Shrine’ and the defendants the 
‘Negro Shrine’), alleging that said local organization was a colorable 
imitation of the local organization of appellees’ known as ‘Arabic Temple’ 
of the ‘Ancient Arabic Order of the Nobles of the Mystic Shrine for North 
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America, and alleging particularly and in detail the various methods 
and means adopted by such appellants in appropriating the name, titles 
of officers, by-laws, regalia, paraphernalia, emblems, pins and passwords 
of the appellees, and alleging appellees’ priority of right, praying for an 
injunction against such appellants. The contest as originally instituted 
was thus between the local organizations of Houston, Harris County, Tex. 
Thereafter on the 17th day of April, 1919, the ‘Ancient Egyptian Arabic 
Order of Nobles of the Mystic Shrine of North and South America and Its 
Jurisdictions, the national organization of said order, of which the local 
defendant organization in Houston, Harris County, was a part, volun- 
tarily intervened in said suit defending against the allegations of said 
original petition. Thereafter on the 18th day of December, 1922, the 
‘Imperial Council of the Ancient Arabic Order of Nobles of the Mystic 
Shrine for North America,” the national governing body of said order in 
America, of which the local organization of appellees in Harris County, 
Tex., is a part, voluntarily intervened in said suit, complaining against the 
original defendants, and also against the national order of appellants, 
setting up priority of right, the appropriation of name, titles of officers, 
paraphernalia, etc., and praying for an injunction. 

“On the 25th day of March, 1922, the judge of the district court of 
Harris County, Tex., upon the allegations of the first amended original 
petition of the ‘Arabia Temple, issued a temporary injunction against 
‘Doric Temple’ and its officers and members, restraining them from using 
the name, paraphernalia, constitution, by-laws, title of officers, etc., or 
any colorable imitation thereof, of ‘Arabia Temple’; and on the 18th day 
of December, 1922, upon the allegations of the plea in intervention of 
‘Imperial Council of the Ancient Arabic Order of Nobles of the Mystic 
Shrine for North America,’ the court issued a temporary injunction against 
the ‘Ancient Egyptian Arabic Order of the Nobles of the Mystic Shrine 
of North and South America and Its Jurisdictions, restraining it from 
the use of such names, titles of officers, etc. 

“The original intervention of the national governing body of the appel- 
lees was filed as a corporation, and thereafter on the 18th day of February, 
1924, the officers of said Imperial Council as such and as individuals in 
behalf of said national order, and the individuals in their own behalf and 
in behalf of all members of said national order, and local ‘temples,’ filed 
their plea in intervention, adopting all of the allegations in the petition 
of intervention filed by said Imperial Council as a corporation. 

“The contest, therefore, being originally one between ‘Arabia Temple,’ 
the local organization of Houston, Tex., composed of white persons, a 
part of the national organization, and ‘Doric Temple, a local organiza- 
tion of Houston, Tex., composed of negroes, a part of the national or- 
ganization, by reason of the voluntary intervention of the national or- 
ganization of negroes, followed by voluntary intervention of the national 
organization of white persons, was broadened, and became one between 
the national organizations as well as the local organizations. The court 
at the conclusion of the testimony on final trial (a jury being waived), 
incorporating his conclusions of fact into the decree, entered his judgment 
perpetually restraining ‘Doric Temple, the local organization of Houston, 
Tex., and the ‘Ancient Egyptian Arabic Order of Nobles of the Mystic 
Shrine of North and South America and Its Jurisdictions,’ the national 
organization, and its officers and members and successors in office, and 
its local temples and their officers and members throughout North America, 
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from using the names, insignia, and emblems, paraphernalia, badges, 
jewels, constitution and by-laws, etc., of the appellees, or colorable imita- 
tions thereof, and from organizing or undertaking to organize any subor- 
dinate body in colorable imitation thereof, etc.” 


In protest against that judgment, the parties so acting below 
in representation of both such local and national ‘Negro Shrine” 


organizations, and their officers and members, appeal to this court. 

At the request of appellants, the trial court filed very full 
findings of fact and law. Those of fact materially embodying the 
history and present status in relation to each other of the two liti- 
gating bodies are these: Paragraphs V, VI, IX, X, XI, XII, 
XIII, XIV, and XVIII, as to the whites, as follows: 


“V. On the 26th day of September, A. D. 1872, in the city of New 
York, and State of New York, Walter M. Fleming, and others, organized 
a voluntary, fraternal order, which they named ‘Ancient Arabic Order 
of the Nobles of the Mystic Shrine, which name was afterwards changed 
to ‘Ancient Arabic Order, Nobles of the Mystic Shrine for North America,’ 
under which last name it is now in existence and has been for many years; 
that the order has since the 26th day of September, 1872, been the same 
in all respects except the change of name as here indicated; that said order 
was organized by Masons of the Ancient and Accepted Scottish Rite of the 
Thirty-second Degree or higher, or of Masons who were Knights Templar; 
that the subordinate bodies of said order were designated as temples, 
the first organized of which was Gotham Temple, the name of which has 
since been changed to Mecca Temple, which now exists as such temple 
and has since its origin so existed, located in the city of New York, and 
State of New York; thereafter in 1873 the members of said order, with 
the permission of the original organizers, created Genessee Temple No. 2, 
which said last temple has been continuously in existence and is now in 
existence under the name of Damascus Temple; that said order-has con- 
tinuously existed and been in active and progressive operation since the 
26th day of September, 1872, since which time it has organized throughout 
North America and within the islands under its jurisdiction 156 temples, 
each and all of which are under its jurisdiction and have a membership of 
approximately 600,000; that said order, and each and all of its subordinate 
temples, have been continuously active and in existence throughout North 
America and the islands under its jurisdiction since the 26th day of 
September, 1872, being actively engaged in fraternal and charitable work 
and the accumulation of property for such purposes during all of said 
time, amounting to the sum of hundreds of thousands of dollars. 

“VI. That the supreme governing body of said order was organized 
on the 26th day of June, 1876, and known as the ‘Grand Council’ of said 
order, which said name was within a short time thereafter changed to 
‘Imperial Council of the Ancient Arabic Order of the Nobles of the 
Mystic Shrine for North America, and under said original name and 
the change thereof has continuously existed and been in active operation 
since the 6th day of June, 1876, and is the supreme governing body of 
said ‘Ancient Arabic Order of Nobles of the Mystic Shrine for North 
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America, and is the plaintiff-intervener herein; that there have been 
organized with its permission and under its jurisdiction said 156 temples, 
aforesaid, located throughout the continent of North America and the 
islands under its jurisdiction, all holding in subordination to it; that said 
order and said governing body continuously existed as a voluntary, 
fraternal order or association until the 30th day of March, 1894, at which 
time it was incorporated by a special act of the State of New York under 
the name of ‘Imperial Council of the Ancient Arabic Order of the Nobles 
of the Mystic Shrine for North America, and while an issue has been 
raised as to its incorporation, being now in existence, as the officers of 
said Imperial Council have intervened herein as such and as members 
of said order, and as this suit is brought both in its name as a corporation 
and in the names of its officers and individuals of said order as a voluntary, 
fraternal society or association, the question of incorporation is immaterial.” 

“IX. That at the organization of said order and of the Imperial 
Council thereof, the prerequisite for membership therein was fixed to be 
that of a Masonic Knight Templar, or of a Thirty-second Degree of 
Ancient and Accepted Scottish Rite Masons, and said prerequisites for 
membership have been consistently alhered to by said order and by its 
Imperial Council, and by each and all of its subordinate temples. 

“X. That at the organization of said order it adopted a certain 
constitution and laws, and adopted as its emblem the crescent of silver, 
gold, or coral, with a band of gold and a ring at its base and center, hung 
arch downward, the gold band to be decorated with a Sphinx head on 
one side, a pyramid with the urn on the other, the original jewel or 
emblem being formed of two nails from a tiger’s paw, united at their 
bases with a gold band, which said constitution and laws and said emblems, 
etc., were adopted for said Imperial Council immediately after its forma- 
tion as the constitution, laws, and emblems of said order, together with the 
following emblems and jewels, to wit: crescent, pyramid, Sphinx head, 
panther-bodies, female Sphinx, the urn, sun, moon and stars. The red 
Turkish Fez was adopted as the universal style of head covering for the 
members of the order, the crescent when worn as a pin or jewel is fre- 
quently combined with a scimitar between its points, which is worn gen- 
erally by the members of said order; the constitution and laws with imma- 
terial amendments, and the said jewels and emblems, and head covering, 
have been strictly adhered to by said order and by said Imperial Council 
and by the temples and the members thereof since the organization thereof, 
and said order was the first order or organization or corporation in North 
America or elsewhere to adopt and use said constitution, laws, emblems, 
and jewels; that said order at its organization, and the Imperial Council, 
immediately after its formation, adopted for said order certain distinctive 
insignia and paraphernalia, and said order and said Imperial Council, the 
temples, and members thereof, strictly adhered to same since the original 
organization of said order; and said order was the first in North America 
or elsewhere to adopt and use said distinctive insignia and paraphernalia, 
ete. 

“XI. That said insignia, paraphernalia, jewels, and emblems, and 
head covering, constitution, and laws, have always been distinctive of said 
‘Ancient Arabic Order of Nobles of the Mystic Shrine for North America.’ 

“XII. That said order, at its organization and said Imperial Council, 
immediately after its organization, adopted certain titles of officers of 
said Imperial Council and of its subordinate temples, as follows: For its 
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Imperial Council, Imperial Potentate, Imperial Deputy Potentate, Imperial 
Chief Rabban, Imperial Assistant Chief Rabban, Imperial High Priest 
and Prophet, Imperial Treasurer, Imperial Recorder, Imperial Oriental 
Guide, Imperial First Ceremonial Master, Imperial Second Ceremonial 
Master, Imperial Marshal, Imperial Captain of the Guards, and Imperial 
Outer Guard; and for its subordinate temples, the following, viz., illus- 
trious potentate, chief rabban, high priest and prophet, oriental guide, 
treasurer, recorder, first ceremonial master, second ceremonial master, 
director, marshal, captain of the guard, and outer guard. That the dis- 
tinctive name in popular parlance of said order has since its organization 
and continuously since been “The Shrine, and the distinctive name of the 
members of said order has continuously since its organization been popu- 
larly known as ‘Shriners or Nobles.’ 

“XIII. That said order, ‘Ancient Arabic Order, Nobles of the Mystic 
Shrine for North America, and its predecessor in name, through continuous 
activities since the original organization thereof on September 26, 1872, 
was the first order, either corporate or otherwise, to adopt and use said 
name and the distinctive words therein as the name of a fraternal order 
throughout North America and the islands under the jurisdiction of the 
Imperial Council of said order, and the first in time to adopt and use the 
distinctive constitution and laws and the distinctive emblems, insignia, 
regalia, paraphernalia, badges, head coverings, etc., and the first in time 
to adopt and use the distinctive names of officers of its Imperial Council, 
and of its subordinate temples, and the first in time to adopt and use 
the distinctive name of ‘temple’ for its subordinate organization, and the 
first in time to adopt and use the popular name of ‘Shrine’ for its subor- 
dinate organizations, and the first in time to adopt and use the popular 
name of ‘Shriners’ and ‘Nobles’ for its members in North America and 
the islands under the jurisdiction of its Imperial Council, and have con- 
tinuously since the original organization thereof adopted and used such 
distinctive constitution and laws, emblems, insignia, paraphernalia, regalia, 
jewels, badges, names of officers, names of subordinate temples, and names 
of members throughout North America and the islands under the juris- 
diction of its Imperial Council; that no such order ever existed in Egypt, 
Arabia, or in any other European country. 

“XIV. The continued existence of said order and of its Imperial 
Council and of its subordinate temples, and the continued integrity of 
its membership, depend entirely upon the good-will and esteem in which 
they are held by the general public, as well as by the Masonic bodies 
from which the membership is drawn, and they depend for support upon 
initiation fees and dues paid by members, and any use of said constitution 
and laws, or distinctive names, or distinctive emblems, insignia, regalia, 
paraphernalia, jewels, badges, head coverings, names of officers, titles of 
officers, names of subordinate temples, and names of members by any 
other fraternal organization, corporate or otherwise, is a continuing wrong 
and injury to said order and the membership thereof, and will cause 
irreparable damage and detriment to said order, both in popular esteem, 
and in the continued existence thereof and in the growth thereof, and in 
the fraternal and charitable work in which it is engaged, as well as 
irreparable damage to its properties, for relief against which no adequate 
remedy at law exists.” 

“XVIII. That the continued use by the defendants and the defendant- 
intervener, and its subordinate temples and members, of the constitution 
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and laws, titles of officers, insignia, emblems, badges, pins, paraphernalia, 
head covering, names of subordinate organizations, and names of members 
of the plaintiffs, and plaintiff-intervener, and other plaintiff-interveners 
herein, are colorable imitations thereof, constitute and would continuously 
constitute a fraud and a fraudulent deception, unfair practice, and harm- 
ful injury to the plaintiff, the plaintiff-intervener, the other plaintiff- 
interveners, and the entire membership of their order, to their irreparable 
damage.” 


Paragraphs XV and XVI, as to the negroes as follows: 


“XV. On the Ist day of June, 1893, one Rofelt Pasha, purporting 
to be of Mecca, Arabia, initiated at Chicago, IIl., into an order which he 
designated as the ‘Order of Mystic Shrine,’ certain colored Masons, and 
designated said order as ‘Imperial Grand Council of the Ancient Arabic 
Order, Nobles of the Mystic Shrine of Free Masonry of North and South 
America’; that said Rofelt Pasha, and his successors, including the de- 
fendants, and the defendant-intervener herein, appropriated unto them- 
selves the constitution and laws, the insignia, paraphernalia, emblems, 
jewels, pins, head covering, titles of officers, names of subordinate organiza- 
tions and popular names of subordinate organizations, and names of 
members, which had theretofore been used and adopted and had be- 
come distinctive of the plaintiffs and plaintiff-intervener, and the other 
plaintiff-interveners herein, for more than 20 years, and thereafter 
several subordinate temples of said order withdrew from said organiza- 
tion, and in December 1900, organized at Philadelphia, Pa., the de- 
fendant-intervener, under the name of the ‘Ancient Egyptian Arabic 
Order, Nobles of the Mystic Shrine for North and South America and Its 
Jurisdictions,’ which last-named order was incorporated under the Revised 
Statutes of the United States, and has continuously existed, and has con- 
tinuously since said original organization end since such incorporation 
to appropriate the constitution and laws, titles of officers, insignia, regalia, 
paraphernalia, jewels, emblems, pins, names of subordinate organizations, 
names of members, and popular names of subordinate organizations and 
members of the plaintiffs, and of the plaintiff-intervener, and of other 
plaintiff-interveners herein; that said organization is a colorable imitation 
of the order of plaintiff, of plaintiff-intervener, and of the other plaintiff- 
interveners herein, and the names of its officers, of its Imperial Council, 
and of its subordinate temples, and the distinctive name of its subordinate 
orzanizations as temples, and its emblems, jewels, pins, head covering, 
regalia, paraphernalia, constitution and laws, and the popular names of 
its subordinate organizations, and of its members, are but colorable imita- 
tions of such plaintiff, and of plaintiff-intervener, and all other plaintiff- 
interveners herein, all of which having been appropriated by said defend- 
ant, and said defendant-intervener, without the knowledge, consent, or 
acquiescence of plaintiffs, or plaintiff-intervener, or other plaintiff-inter- 
veners herein; that said defendant and said defendant-intervener and its 
subordinate organizations have continuously since its organization, and 
continue now to appropriate said titles of officers, said emblems, jewels, 
pins, paraphernalia, regalia, head covering, names of subordinate organiza- 
tions, and names of members to the continuing injury and damage of 
plaintiff, plaintiffs, plaintiff-intervener, and other plaintiff-interveners here- 
in, for relief against which there is no adequate remedy at law. 
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“XVI. That notwithstanding the existence of defendant and defend- 
ant-intervener for more than 30 years, the entire membership of defendant- 
intervener throughout North America is approximately of not more than 
9,000, and the property which it has accumulated comparatively small in 
value to that of plaintiff, plaintiffs, plaintiff-intervener, and that of other 
plaintiff-interveners herein.” 


Concluding paragraphs XIX to XXIV, inclusive, are to the 
effect that Rofelt Pasha was not from Arabia, had no authority to 
organize any order in the United States known as the “Mystic 
Shrine,” nor did a temple of any such order ever exist in Arabia; 
that the national body of appellants. is instituting its so-called 
temples throughout North America in colorable imitation of those 
of the appellees, and is appropriating to its own benefit their names, 
emblems, titles of officers, constitution, and laws, etc.; that the 
distinctive system of nomenclature appertaining to the appellees’ 
order, as specified in foregoing findings, having been in continuous 
use by their order for over 50 years, has become individually 
characteristic of and peculiarly valuable to it, both in relation to 
property interests and to public standing, inclusive of that with 
non-Shriner Masons, as a consequence of which its appropriation 
by appellants would result in serious continuous damage to it in 
these relationships especially; that appellants are confederating 
together in continuing their infringement of appellees’ rights; 
that Doric Temple was organized in Houston, Tex., Au- 
gust, 1917, this suit being filed practically at once after 
knowledge of that fact came to appellees, and that the existence 
of appellants’ local temples at Dallas, El Paso, and other points 
in Texas, was not known to appellees until after they had so filed 
this action. 

The conclusions of law were in substance that appellees were 
entitled to the injunction sought, and that their right to it had not 
been defeated by laches, delay, or acquiescence. 

Appellants, under their propositions I, III, VII, VIII, and 
IX, attack as not being supported by the evidence only so much of 
those fact findings as determined: (1) That appellees had not 
known until after the filing of this suit of the existence of ap- 
pellants’ subordinate temples at Dallas, El] Paso, and other points 
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in Texas; (2) that they had neither acquiesced in the right of ap- 
pellants to so exist, propagate, and colorably imitate, nor been 
guilty of laches in not sooner instituting court proceedings against 
them; (8) that any use by another fraternal organization of the 
constitution and laws, nomenclature, emblems, etc., of the appellees 
would constitute a continuing injury and irreparable damage to 
them both in their property and standing with the public generally, 
inclusive peculiarly of non-Shriner Masons; (4) that appellants’ 
order as now existing is a colorable imitation of appellees’; that 
they are attempting to further so propagate it throughout North 
America, as well as to appropriate the laws, titles, names, emblems, 
etc., of the appellees, all of which does at this time and continuous- 
ly will constitute a fraudulent deception, unfair practice, and harm- 
ful injury toward appellees; (5) that the appellees’ order was the 
first to adopt and use throughout North America its distinctive 
name, constitution, nomenclature, emblems, etc., and that no such 
order ever existed in Egypt, Arabia, or in any other European 
country, as detailed in the above-quoted paragraph XIII. 

Under the rule obtaining in our courts, all other stated findings 
below are to be taken as reflecting established facts. 

As concerns the conclusions of law, appellants contend that 
they are not only based upon unjustified premises in the prospects 
just specified, but are also otherwise unsound. They further urge 
that there was prejudicial error against them in the overruling of 
their special pleas of four years’ limitation and of laches, in ad- 
mitting certain testimony over their objection, and, finally, that the 
adverse judgment denied them the equal protection of the law 
within the meaning of the Fourteenth Amendment to the Constitu- 
tion of the United States, disregarded section 1, art. 4, of that 
document in not giving full faith and credit to the decision of the 
Supreme Court of the United States in the case of Creswill v. 
Knights of Pythias, reported in 225 U. S. 246, 82 S. Ct. 822, 56 
L. Ed. 1074, and violated their rights in ignoring the Acts of Con- 
gress of May 5, 1870 (16 Stat. 98), and amendments thereof, relat- 
ing to the creation of corporations in the District of Columbia, as 
well as those »f April 9, 1866 (14 Stat. 27) and May 81, 1870 
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(16 Stat. 140), providing that all citizens of the United States shall 
have the same rights and privileges as white citizens thereof. 
Nowhere do appellants claim either that the names, constitu- 
tion and laws, titles, paraphernalia, emblems, etc.—that is, every- 
thing the appellees alleged to be distinctive in them—were not the 
same as those of appellees or that they had not been and were not 
proposing to continue using them in precisely the same manner 
(nor could they well do so in view of the undisputed evidence that 
such was the case), but they confess this situation to be literally 
true, and then seek avoidance of its effect and of the charge of 
their opponents that they have purloined the livery of the whites 
to serve the colored in by a plea that they sprang full-grown from 
a pre-existing if not prehistoric order of essentially the same desig- 
nation and characteristics, instituted among the dark races of 
Arabia by a son-in-law of the Prophet Mohammed, at Mecca, as far 
back as 656 A. D.; in other words, the appropriation or imitation 
of anything belonging individually to or being distinctive in their 
opposing litigants is what they deny, their position being that their 
admitted use of these identical things, instead of constituting an 


infringement or being wrongful, is merely the exercise of a right 
common alike to them and the appellees; and they add that the 
latter have acquiesced in the exercise of that right on their part, 
and, by reason of not sooner complaining, are now estopped to say 
otherwise. 


This attitude narrows considerably the task before us of de- 
termining whether or not they have shown to be unsupported by 
the evidence any of the trial court’s fact findings touching the mat- 
ters they thus do contest. After a most careful consideration of 
the statement of facts, we are unable to say that they have, conclud- 
ing rather that the court’s stated findings, in all material respects, 
are sufficiently supported by the evidence before it. 

There was testimony from high sources, given as under per- 
sonal knowledge, that of United States Minister Caldwell and of 
American Consul General Baden, at Cairo, Egypt, furnishing 
sufficient basis for the findings that no such order of “Mystic 
Shrine” ever existed in Egypt, Persia, or Arabia, and that Rofelt 
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Pasha—on whose establishment of it at Chicago, IIl., in 1898, ap- 
pellants are dependent for their claim of Arabian origin of their 
order and of independent right to their ritual and nomenclature— 
had no authority from any such organization. At the same time, 


however, this court does not regard these findings as at all neces- 
sary to support the judgment rendered, for the reason that it stands 
uncontroverted in this record that the appellees first adopted and 
used the names and emblems here involved in the United States 
and the city of Houston, Tex., where this litigation arose; in fact, 
occupied the field in this country exclusively for more than 20 
years before appellants started their practices. 

While this is true, the evidence also established, and there 
should be added findings to the effect, that in 1894 appellees’ Im- 
perial Potentate reported to about 100 members present at their 
annual meeting at Denver, Colo., that there existed in the states 
of Illinois, Ohio, Missouri, and Texas, organizations of colored 
people “who have pirated our title almost verbatim,’ recommend- 
ing incorporation as a preventive measure; that the act of incorpora- 
tion of appellees’ order in New York of March 30, 1894, stated in 
the paragraph VI herein before quoted from the trial court’s fact 
findings, was not accepted by their Imperial Council which voted in 
1895 that incorporation was neither necessary nor desirable; and 
that the first temple of appellants was established in Texas at 
Dallas, in February, 1894, there being only about 600 of their 
members thinly scattered throughout the state as a whole at the 
time of this trial below. 

Upon the basis of fact thus found below and here to have 
existed, this court is unable to hold the issuance of the writ com- 
plained of wrongful; even a casual examination of the record be- 
fore us, much of it photographic in character, discloses an ap- 
parently careful avoidance anywhere of the use of African, colored, 
negro, or other prefix, suffix, sign, or symbol, that would even tend 
to indicate that the votaries of appellants’ order were of that race; 
moreover, their word for word use of the very same things as those 
of the appellees, down to the minutest details, without variation 
or shadow of turning, and with no indicia of any individual in- 
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genuity or originality whatever, coming from a race of people 
whose instinct it is to imitate the white race around them, is itself 
telltale evidence tending toward the learned trial court’s conclusion 
that the stories adduced of Arabian ancestry were only vague myths, 
and that their practices constituted merely a colorable imitation of 
the whites—res ipsa loquitur. 

That such imitation furnished a casus belli, a just ground for 
injunctive relief, to such a benevolent association as the ap- 


pellees constituted, even though neither incorporated nor engaged 


in business for material profit, has, we think, been definitely deter- 
mined by the courts of this country, which have come to apply 
to real life with us, especially in its fraternal, benevolent, and hu- 
manitarian activities, at least the idea inhering in the doctrine of 
Iago to Othello: “He who steals my purse steals trash, but he 
that filches from me my good name leaves me poor indeed.” Ru- 
dolph v. Southern Beneficial League (Sup.) 7 N. Y. S. 185; Aiello 
v. Montecalfo, 21 R. I. 496, 44 A. 931; Society of War of 1812 v. 
Society of War 1812 in the State of New York, 46 App. Div. 568, 
62 N. Y. S. 855; International Committee Y. W. C. A. Ass’n v. 
Y. W.C. A. of Chicago, 194 Ill. 194, 62 N. E. 551, 56 L. R. A. 888; 
Knights of Maccabees v. Searle, 75 Neb. 285, 106 N. W. 448; 
National Council Junior Order United American Mechanics et al. 
v. State Council Junior Order United American Mechanics, 104 
Va. 197, 51 S. E. 166; State Council of Junior Order of United 
American Mechanics of New Jersey v. National Council of 
J. O. U. A. M. of North America, 71 N. J. Eq. 488, 64 A. 561; 
Legal Aid Society v. Co-operative Legal Aid Society, 41 Misc. Rep. 
127, 83 N. Y. S. 926; People v. Rose, 225 Ill. 496, 80 N. E. 293; 
B. P. O. E. v. Improved B. P. O. E. of the World, 60 Misc. Rep. 
223, 111 N. Y. S. 1067, affirmed in 1383 App. Div. 929, 118 N. Y.S. 
1094 [2 T. M. Rep. 360]; B. P. O. E. v. Improved B. P. O. E. of 
the World, 205 N. Y. 459, 98 N. E. 756; L. R. A. 1915B, 1074, 
Ann. Cas. 1913E, 639; B. P. O. E. v. Improved B. P. O. E. of the 
World, 122 Tenn. 141, 118 S. W. 389; Salvation Army in the 
United States v. American Salvation Army, 185 App. Div. 268, 120 
N. Y. S. 471; Daughters of Isabella v. National Order of Daugh- 
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ters of Isabella, 88 Conn. 679, 78 A. 388, Ann. Cas. 1912A, 822; 
Grand Lodge K. P. of North and South America v. Grand Lodge 
K. P., 174 Ala. 395, 56 So. 963; Creswill v. Grand Lodge K. P. of 
Ga., 183 Ga. 837, 67 S. E. 188, 184 Am. St. Rep. 231, 18 Ann. Cas. 
453; Id., 225 U. S. 246, 32 S. Ct. 822, 56 L. Ed. 1074; Emory v. 
Grand United Order of Odd Fellows, 140 Ga. 423, 78 S. E. 922; 
Cape May Yacht Club v. Cape May Yacht & Country Club, 81 
N. J. Eq. 454, 86 A. 972; Talbot v. Independent Order of Owls, 
220 F. 660, 136 C. C. A. 268; Afro-American Order of Owls v. 
Talbot, 128 Md. 465, 91 A. 570; Faisan v. Adair, 144 Ga. 797, 87 
S. E. 1080, Ann. Cas. 1918A, 248; Id., 148 Ga. 403, 96 S. E. 871 
{6 T. M. Rep. 199]; certiorari denied by U. S. Supreme Court, 248 
U. S. 588, 39 S. Ct. 186, 68 L. Ed. 482. 

The right to injunction in such cases has furthermore been 
determined to be dependent neither upon the actual showing of 
specific injury nor the misleading of any particular person, the de- 
mands of the law in this respect being met when it is made to ap- 
pear that there is a natural and probable tendency to mislead and 
confuse the public to the hurt and injury of the association having 
the prior right to the distinctive names and emblems. McLean v. 
Fleming, 96 U. S. 245, 24 L. Ed. 828; El Modello Cigar Mfg. Co. 
v. Gato, 25 Fla. 886, 7 So. 23, 6 L. R. A. 828, 28 Am. St. Rep. 
587; Bissell Chilled Plow Works v. T. M. Bissell Plow Co. (C. C.) 
121 F. 857; Atlas Assurance Co. v. Atlas Insurance Co., 188 Iowa, 
228, 112 N. W. 282, 114 N. W. 609, 15 L. R. A. (N. S.) 625, 128 
Am. St. Rep. 189; also all authorities cited supra. 

Even generic names and emblems will be so protected if there 
has been such a prior combination and association of them with or 
application of them to, a new and distinctive enterprise that their 
subsequent use by others would thus tend to mislead the public and 
injure the association first so using them. The rule applicable is 
stated by Justice Holmes, now of the United States Supreme Court, 
while a member of the Supreme Court of Massachusetts, in Watch 
Co. v. Watch Co., 178 Mass. 85, 53 N. E. 141, 48 L. R. A. 826, 
73 Am. St. Rep. 2638, in this way: 


“It is true that a man cannot appropriate a geographical name, but 
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neither can he a color, or any part of the English language, or even a 
proper name to the exclusion of others whose names are like his. Yet 
a color in connection with a sufficiently complex combination of other 
things may be recognized as saying so circumstantially that the defendant’s 
goods are the plaintiff’s as to pass the injunction line. New England Awl 
& Needle Co. v. Marlborough Awl and Needle Co., 168 Mass. 154, 156. 
So, although the plaintiff has no copyright on the dictionary or any part 
of it, he can exclude a defendant from a part of the free field of the 
English language, even from the mere use of generic words unqualified 
and unexplained, when they would mislead the plaintiff's cusotmers to 
another shop. Reddaway v. Banham [1896] A. C. 199. So the name of 
a person may become so associated with his goods that one of the same 
name coming into the business later will not be allowed to use even his 
own name without distinguishing his wares. Brinsmead v. Brinsmead, 13 
Times L. R. 3. * * * And so, we doubt not, may a geographical name 
acquire a similar association with a similar effect.” 


Other cases to the same effect are: Yellow Cab Co. v. Cook’s 
Taxicab & Transfer Co., 142 Minn., 120, 171 N. W. 269 [9 T. M. 
Rep. 198]; Garrett § Co. v. Sweet Valley Wine Co., (D. C.) 25 
F. 371 [8.T. M. Rep. 889]; Knights of Maccabees v. Searle, 7 
Neb. 285, 106 N. W. 448; Salvation Army in the United States v. 
American Salvation Army, 135 App. Div. 268, 120 N. Y. S. 471; 
Talbot v. Independent Order of Owls, 220 F. 660, 186 C. C. A. 268; 
Faisan v. Adair, supra. 


1 
5 


It has likewise been as unequivocally declared by our judicial 
tribunals that equity, regarding the wrong and injury inflicted by 
such an appropriation and imitation of things distinctive in another 
as a continuing one—especially where done intentionally and fraud- 
ulently—will interpose the remedy of injunction, although limita- 
tion or laches might bar the action were it merely one for damages 
for infringement. McLean v. Fleming 96 U. S. 245, 24 L. Ed. 828, 
supra; Menendez v. Holt, 128 U.S. 514,9S. Ct. 148, 82 L. Ed. 526; 
Sazlehner v. Eisner § Mendelson Co., 179 U. S. 19, 21 S. Ct. 7, 45 
L. Ed. 60; Jenkins Bros. v. Kelly & Jones Co., (D. C.) 212 F. 328; 
Id., 227 F. 211, 142 C. C. A. 11 [6 T. M. Rep. 58]; Bissell Chilled 
Plow Works v. T. M. Bissell Plow Co., (C. C.) 121 F. 857, supra; 
W. A. Gaines § Co. v. Whyte Grocery, Fruit § Wine Co., 107 Mo. 
App. 507, 81S. W. 648; Layton Pure Food Co. v. Church & Dwight 
Co., 182 F. 85, 104 C. C. A. 475; 82 L. R. A. (N.S.) 274; Bonnie 
§ Co. v. Bonnie Bros., 160 Ky. 487, 169 S. W. 871; Wolfe v. Bar- 





BURRELL ET AL. V. MICHAUX ET AL. 585 


nett §& Lion, 24 La. Ann. 97, 18 Am. Rep. 111; Edward § John 
Burke v. Bishop (C. C.) 175 F. 168; Moline Plow Co. v. 
Omaha Iron Store Co., 235 F. 519, 149 C. C. A. 65 [6 T. M. 
Rep. 553]; Fahrney & Sons Co. v. Ruminer, 153 F. 785, 82 C. C. A. 
621; Sheffield-King Milling Co. v. Sheffield Mill & Elevator Co., 
105 Minn. 815, 117 N. W. 447, 127 Am. St. Rep. 574; Oklahoma 
Producing & Refining Co. v. Oklahoma Consolidated Producing & 
Refining Co., 12 Del. Ch. 62, 106 A. 38 [9 T. M. Rep. 196]; Thum 
v. Dickinson, 245 F. 609, 158 C. C. A. 87; Id., 246 U. S. 664, 38 
S. Ct. 334, 62 L. Ed. 928 [8 T. M. Rep. 11]; Wesson v. Galef 
(D. C.) 286 F. 621; 88 Cyc. 881. 

Under these direct holdings, the statute of limitation as such 
and the various cases applying it, cited and relied upon by appel- 
lants, have no application here, where the suit is a forward-looking 
one and for injunction only; not only so, but their further insist- 
ence that no pecuniary or property-right injury has been shown by 
appellees—merely, if anything, a fanciful or sentimental one af- 
fecting their alleged social standing only, hence not subject to re- 


lief by injunction—even were it supported by the facts, is equal- 
ly abortive. In the first place, while under the authorities referred 
to that was not an indispensable requisite, there was substantial 


and material injury shown in this instance, as the trial court cor- 
rectly found under the evidence. The criterion in this particular 
sort of action is not, as appellants evidently conceive, whether or 
not their masquerading in the borrowed plumage of the whites has 
a tendency to, or has in fact led the public to mistake one order for 
the other, but in part, at least, whether it has or will detract from 
the distinctive place of high standing attained by the appellees 
with the public, generally, and with their non-Shriner fellow Ma- 
sons, to whom alone they must look for perpetuation and financial 
support, particularly. That this result had been and would con- 
tinue to be the natural and probable consequence of the practices 
inveighed against in the bill for injunction was so abundantly 
shown that reference to the evidence by which it was established 
is deemed unnecessary. 

Witness after witness testified, not merely as a matter of his 
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opinion, but as a result of his actual experiences and observation— 
indeed, there was little if any controversion on the point—that the 
continued use by the negroes of the things that typified the high 
estate the white Shriners had reached would both injure them 
financially in deterring other Masons from becoming members and 
contributing materially to the organization, which was the sole 
source of its property interests, and would lower them in the 
esteem of these fellow Masons and of the public generally, thereby 
measurably restricting their growth and activities, if not furnish- 
ing a menace to their continued existence. 

Obviously, in such circumstances, it is no answer to reply, as 
appellants do at much length, that there has since their organiza- 
tion been no decline in either aggregate membership or financial 
resources with appellees, since this result has been shown to have 
been accomplished in spite of the injurious effect of appellants’ 
complained-of acts. 

Neither is it necessary to confuse with the question litigated 
in this proceeding in equity the right to exist as Masons generally ; 
there is no such issue here; the undisputed proof, in fact that for 
both sides, shows that no connection whatever exists between 
Masonry proper and the Shrine, the two being wholly separate 
and distinct organizations, the only relationship of either to the 
other being that the Shrine permits none other than a Mason 
who has attained the Knight Templar or Thirty-Second Scottish 
Rite Degree to become a member of it; so that, were it conceded 
that the negroes had the same right as the whites to pursue in 
this country the tenets of Masonry, their defensive standing be- 
fore the court in this case would in no wise thereby be strengthened. 
For this reason much of the financial showing marshaled in the 
brief of appellants has no relevancy, since it relates to the property 
interests attributed to negro Masons generally and is not con- 
fined to their so-called Shrine organizations. The trial court’s 
finding that their property values are comparatively small in 
relation to those of appellees is therefore unaffected by it. 

It follows, too, that there is neither a race nor discrimination 
on account of color question presented, since the same state of 
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the evidence also established that neither the white nor colored 
Shrine draws its membership from the public direct but solely 
from their respective Masonic bodies, in which only persons of 


their own color are admissible, neither being eligible to mem- 
bership in the other. 


The adverse decree must rest upon the finding of odiunabha 
imitation and wrongful appropriation, to the injury of the appel- 
lees, and not upon the facts that the opposing litigants happen 
to be of different races. Had the controversy been between those 
of the same race, it would have issued in no different wise, as 
we construe the authorities. 

As concerns the earnestly urged defense of laches, this court 
perceives no reason for not holding the principles governing the 
infringement of trade-marks and names in that regard applicable 
here. The rule there obtaining is thus stated by the Supreme 
Court of the United States in Menendez v. Holt, 128 U. S. 514, 
9 S. Ct. 148, 82 L. Ed. 526, supra: 


“Mere delay or acquiescence cannot defeat the remedy by injunction 
in support of the legal right, unless it has been continued so long and 
under such circumstances as to defeat the right itself. Hence, upon an 
application to stay waste, relief will not be refused on the ground that, 
as the defendant had been allowed to cut down half of the trees upon 
complainant’s land, he had acquired, by that negligence, the right to cut 
down the remainder, Attorney General v. East Lake, 11 Hare, 205; nor 
will the issue of an injunction against the infringement of a trade-mark 
be denied on the ground that mere procrastination in seeking redress for 
depredations had deprived the true proprietor of his legal right, Fullwood 
v. Fullwood, 9 Ch. D. 176. Acquiescence to avail must be such as to 
create a new right in the defendant. Rodgers v. Nowill, 3 De G., M. & G. 
614. Where consent by the owner to the use of his trade-mark by another 
is to be inferred from his knowledge and silence merely, ‘it lasts no longer 
than the silence from which it springs; it is, in reality, no more than a 


revocable license.’ Duer, J., Amoskeag Mfg. Co. v. Spear, 2 Sandford 
(N. Y.) 599.” 


See, also, Cyc. vol. 38, p. 881; McLean v. Fleming, 96 U. S. 
245, 24 L. Ed. 828; Saazlehner v. Eisner et al., 179 U. S. 19, 21 
S. Ct. 7, 45 L. Ed. 60; Layton, etc., Co. v. Church et al., 182 F. 35, 
104 C. C. A. 475, 82 L. R. A. (N.S.) 274; Bonnie § Co. v. Bonnie 
Bros., 160 Ky. 487, 169 S. W. 871. 


Under the findings and the additional facts to which we have 
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adverted, there is here no estoppel, abandonment, nor anything 
rendering it inequitable to arrest the further invasion of the com- 
plainants’ rights; what the court further said in the case just 
quoted from is equally applicable to this: 

“Delay in bringing suit there was, and such delay as to preclude 
recovery of damages for prior infringement, but there was neither con- 


duct nor negligence which could be held to destroy the right to prevention 
of further injury.” 


ARTEL IPO GT, ae oe 


The case most nearly paralleling this one in its controlling 
features, perhaps, is that before cited of Faisan v. Adair (144 Ga. 
797, 87 S. E. 1080, Ann. Cas. 1918A, 243 [6 T. M. Rep. 199], and 
148 Ga. 408, 96 S. E. 871), decided by the Supreme Court of 
Georgia, with writ of certiorari denied by the United States Supreme 
Court (248 U. S. 583, 39 S. Ct. 136, 63 L. Ed. 432). The parties 
were local temples in Georgia of the same national bodies as those 
here, the objective of the suit was the same, it having been brought 
by the local White Shrine to enjoin the like Negro Shrine from 
using, in colorable imitation, its distinctive names, etc. Upon a 
foundation of fact practically identical with what we have found to 
underlie this cause, the injunction sought was granted and sustained. 
The principles of law there applied, with the sanction of the highest 
court in the land, likewise rule the cause at bar, we think. In so 
determining, we are not unaware of the decision of the same 
tribunal in Creswill v. Grand Lodge, Knights of Pythias, 225 U.S. 
246, 32 S. Ct. 822, 56 L. Ed. 1074, upon which appellants mainly 
rely. 


Senne eS 
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But that case seems to us clearly distinguishable from this; 
the reversal was rested solely upon the finding that the plaintiff 
had been guilty of laches, and that the state courts had assumed the 
contrary in the face of the “undisputed evidence in any particular 
whatever” that it had been—the very antithesis of what we have 
found to be the condition in that respect of the record now before 
us. 

In the next place, we do not understand this doctrine of laches 
to constitute a Procrustean bed upon which those who have been 
dilatory in stopping the encroachments of others must lie whatever 
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the extent or nature of their remissness, but, like the remedial writ 
it sometimes bars, that it is a creature of equity, the application of 
which rests much in the sound discretion of the chancellor under 
the peculiar facts before him in the particular case at hand. 

The application by the court of the doctrine of laches in that 
instance is based upon what it terms the “vast expansion” of the 
defendant order, under this finding of the facts about it, all of 
which the plaintiff order, under the preceding determination as to 
its guilty dallying, was held to have known: 

“That the membership of the order throughout the United States 
aggregated 300,000; that there had been collected and disbursed by the 
members of the order between July 1, 1906, and July 1, 1907, more than 
$500,000; that the collections in Georgia during the existence of the order 
aggregated $180,232.21; that there had been paid to the widows and 
orphans of the deceased members in Georgia $148,680; and that the col- 


lections in Georgia aggregated $50,000 a year, excluding the expenses 
of burying their dead, which was $9,000 more.” 


Far different from that showing is what appears here, where 
the insurance feature so strongly present in the Creswill Case is 
absent. Appellants’ order has no insurance provision, no fund for 
widows and orphans or burials, its property consisting only of club- 
rooms and paraphernalia of relatively insignificant value, and its 
total membership of 9,000 throughout North America distributes 
an average of only about 188 individuals to each state of the Union. 

Upon the other hand, the White Shrine since its organization 
has instituted 156 local temples throughout the United States, in 
Mexico, and in the islands of the Pacific, and has a membership of 
600,000 or more. Its real estate property values in the city of Hous- 
ton alone are $150,000 or more, and throughout the United States 
run into the hundreds of thousands of dollars. The collections and 
expenditures yearly in the construction, equipment, and mainte- 
nance of hospitals for crippled children are more than a million 
dollars, and it has constructed and has under construction through- 
out the United States as many as 10 of these hospitals. It col- 
lected and expended during the war for war relief hundreds of 
thousands of dollars. 


When these comparative facts and conditions are considered, 
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no proper parallel, it seems to us, is presented between this and 
the Creswill Case for the application of the finding that alone 
determined the latter. 

What has already been said disposes of the claim for a viola- 
tion against appellants of the provisions of the Fourteenth Amend- 
ment to the Federal Constitution. For the reason there given, there 
is no issue raised as to any discrimination against them because of 
their color, nor does the record present one as to the abridgment 
of any privileges or immunities inuring to them as citizens of the 
United States. Neither their color nor such citizenship conferred 
upon them the special privilege of infringing upon the rights of 
the appellees by so intentionally and fraudulently imitating their 
distinctive names and emblems. They were also given their day 
in court according to established custom and the law of the land, 
wherefore there was no denial to them of due process. Moreover, 
and for the same reason, they were given no immunity bath against 
the visitation of the writ of injunction by reason of incorporation 
under the acts of Congress they invoke. These same complaints 
were made and adversely determined upon a like state of facts in 
the cases of Faisan v. Adair, supra, and B. P. O. E. v. Improved 
B. P. O. E., reported, respectively, in 60 Misc. Rep. 228, 111 
N. Y. S. 1067, and 205 N. Y. 459, 98 N. E. 756, L. R. A. 1918B, 
1074, Ann. Cas. 1918E, 689. In Creswill v. Grand Lodge K. of P., 
supra, no reference appears to any question of race discrimination, 
and Justice Lurton dissented from the holding that any federal 
question was even raised by the incorporation under an act of Con- 
gress. 

The admission of the testimony challenged, that of the wit- 
nesses Terrell and Adair, is not thought to involve error, for two 
reasons: First, it was merely cumulative of that of many other 
witnesses to the same effect, admitted without objection, and was 
therefore in any event harmless. McCormick v. Cleveland, (Tex. 
Civ. App.) 146 S. W. 698; Dignowity v. Lindheim (Tex. Civ. App.) 
109 S. W. 966; Ry. v. Brune (Tex. Civ. App.) 181 S. W. 547; 
Ry. v. Price, 48 Tex. Civ. App. 210,106 S. W. 700. Second, it mere- 
ly reflected what witnesses thoroughly familiar with conditions 





DECISIONS OF THE COMMISSIONER OF PATENTS 591 


about which they were testifying had observed as to the relations 
between the two organizations here involved and the effect of their 
coexistence in the same territory in the circumstances before out- 
lined, together with, in a certain sense, their conclusions or opinions 
upon what would be the natural and probable effect of a continua- 
tion of it, and was receivable. Bell v. Blackwell 273 S. W. 866, 
decided by this court March 26, 1925, and authorities there cited. 

From these conclusions it follows that the trial court’s judg- 
ment should be affirmed; it has been so ordered. 

Affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Color 


Moore, A.C.: This is an appeal by the applicant, the Turner 
& Seymour Manufacturing Co., from the decision of the acting ex- 


aminer of trade-marks granting the motion of registrant, the 


A. & J. Manufacturing Co., to dissolve the above entitled inter- 
ference. 


The registrant moved to dissolve the interference on the 
grounds: 


“1. That no interference in law or fact exists between the trade-mark 
of the A. & J. Manufacturing Co., No. 202467, registered August 25, 1925, 
which consists in coloring blue the free ends or tips of handles of tools 
and utensils and particularly egg beaters and can openers and the pur- 
ported trade-mark of the Turner & Seymour Manufacturing Co., covered 
by application for registration Serial No. 218585, published January 12, 
1926, said to consist in coloring blue the grip portions or handles of egg 
beaters and can openers—kitchen utensils. The said registered trade- 
mark of the A. & J. Co. is for kitchen and household tools and utensils, 
to wit: Cake turners, spatulas, potato mashers, knives, ice picks, kitchen 
forks, apple corers, can openers, kitchen trowels, egg beaters and various 
types of kitchen spoons and ladles including strainer spoons, batter spoons, 
basting spoons, stirring spoons and plain and strainer ladles. The pur- 
ported trade-mark of the Turner & Seymour Co., consists in painting blue 
the whole of the handles of egg beaters and can openers. 

“2. That the purported trade-mark of the Turner & Seymour Co., 
consisting in painting blue the whole of the handles of egg beaters and can 
openers, is not, in fact, a trade-mark. Registration thereof should not be 
accorded. The Turner & Seymour Co. obviously is attempting to appro- 
priate as a trade-mark mere color which is common for a large number of 
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kitchen utensils. It is not lawful to appropriate mere color as a trade- 
mark.” 

The acting examiner of trade-marks dissolved the interference 
on the ground that the marks are not confusingly similar. 

As to the second ground of the motion, viz., that the purported 
trade-mark of the Turner & Seymour Co., consisting in painting 
blue the whole of the handles of egg beaters and can openers, is 
not, in fact, a trade-mark, the acting examiner expressed a doubt 
as to the registrability of said mark, but did not decide the question, 
stating that since in his opinion no confusion would follow the con- 
current use of the two marks, it became unnecessary in this pro- 
ceeding to decide the second ground of the motion. 

(1) Whether the two marks are substantially identical, or so 
nearly resemble each other as to be likely to cause confusion or 
mistake in the mind of the public, can be ascertained only by a com- 
parison of the essential characteristics or dominant features of 
each with those of the other. 

The registrant’s mark as specifically disclosed in his registra- 
tion No. 202467 consists in coloring blue the free ends of handles 
for kitchen and household tools or utensils, the major portion of 
said handles being colored white. It is the contrast between the 
two colors that constitutes the distinctive characteristic of the 
registrant’s mark. It is stated in the registration that no claim is 
made to the representation of a handle per se. 

The applicant for registration originally stated that its trade- 


mark “consists in coloring the handle of the egg beater kitchen blue, 


the frame supporting the handle being nickel, no claim being made 
to the representation of the egg beater apart from the trade-mark 
as shown.” This description has been amended to state that the 
trade-mark consists in coloring the grip portions of the handle 
kitchen blue. 

In the applicant’s mark the handle is not provided with con- 
trasting colors to catch the eye or attract the attention of the pur- 
chasing members of the public. 

In view of the above it must be held that the two marks are 
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not identical; also, that they do not so nearly resemble each other 
as to be likely to cause confusion or mistake in the public mind. 

The second ground of the motion is material to the question at 
issue and should be decided. If the applicant’s mark is not regis- 
trable the interference should be dissolved, as the only question 
presented for decision in an interference proceeding, involving a 
registered mark and an application for registration, is the right of 
the applicant to register his mark. 

The applicant’s mark, consisting in coloring the grip portions 
of handles kitchen blue, is not registrable, in view of the authorities 
cited by the registrant in its brief. All handles of household tools 
and kitchen utensils are necessarily characterized by some color or 
colors. 


Kitchen blue is not more distinctive than any other color that 
may be selected for the handles of articles of trade. No man should 
be given a monopoly of color alone as a trade-mark. When it is 
“impressed in a particular design, as a circle, square, triangle, a 


cross or a star,” it may constitute a valid trade-mark (A. Leschen & 
Sons Co. v. Broderick & Bascom Rope Co., 201 U. S. 167). But 
standing alone or applied to articles of commerce in the usual way, 
it fails of distinctiveness and is otherwise devoid of the essential 
attributes of the subject matter of a valid trade-mark. 

The decision of the acting examiner of trade-marks, dissolving 
this interference, is affirmed.’ 


Color—Petition to Reopen 


Kinnan, F. A. C.: Applicant petitions that this case be re- 
opened so that it may be reconsidered by the trade-mark examiner. 

The case has been considered many times. I see no reason 
for remanding it to the examiner as he would presumably feel 
bound by the former decisions of the Assistant Commissioner. 

As a general rule, to which there may possibly be exceptions 
by reason of particular facts incident to the special case, it is be- 
lieved the mere changing of the color of the paint heretofore ap- 


1The Turner & Seymour Manufacturing Co. v. The A. & J. Manufac- 
turing Co., 151 M. D. 351, Nov. 1, 1926. 
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plied for protective or ornamental purposes to an article or certain 
parts of it, does not create or constitute a trade-mark. On the 
other hand, having a strip or band, a spot or a tip of a color dis- 
tinctive or contrasting with the general color of the article or part 
possibly may produce a good trade-mark. Between these two 
conditions lies a twilight zone in which no general rule can be 
stated, but each case must stand or fall upon its own facts. It is 
believed the colors of green and black, applied to the entire surface 
of a fence post in the way petitioner applied them, do not constitute 
a trade-mark. Fence posts have heretofore quite generally been 
painted for protective or ornamental purposes. On metal posts, 
green and black are common colors. It is also common to apply a 
protective coating, usually black, to the portion of a post which is 
to be inserted in the ground. The upper portion of the post has 
often been painted a different color. Whether this is true before 
the post is marketed is immaterial, since the average purchaser 
would not interpret the two solid colors adopted by petitioner com- 
pany as constituting a trade-mark, but would deem them added or 
employed for protective or ornamental purposes. 

While possibly not determinative of the instant case, yet atten- 
tion is invited to the interesting discussion in the case of Diamond 
Match Co. v. Saginaw Match Co., 142 F. R. 727, C. C. A. 6th Cir., 
and to the case of In re Waterman, 152 O. G. 232, 34 App. D. C. 
185. 


The petition to reopen the case is, therefore, denied.” 


Descriptive Term 


Moore, A. C.: This is an appeal from the decision of the 
examiner of trade-marks refusing to allow registration of the word 
“Tufskin” as a trade-mark for “adhesively integrated fibrous ma- 
terial (a manufactured material) adapted for use as a substitute for 
leather.” 

The examiner's ground for refusing registration of the mark 
is that the mark is descriptive of the goods to which it is applied, 
or, if not descriptive, then it is deceptive. 


* Ex parte, Calumet Steel Company, 151 M. D. 281, July 20, 1926. 
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The appellant contends that the mark is not descriptive of the 
goods; that the material to which the mark is applied is a sheet 
fabric made of unwoven cotton impregnated with rubber and having 
a cellulosic coating and is not a skin. 

The appellant also contends in effect that the mark is not de- 
ceptive for the reason that it is a coined word and is used in an 
arbitrary and fanciful sense. 

In determining the question as to whether a trade-mark is de- 
scriptive or deceptive, it is necessary to consider not only the 
dominant characteristics of the mark, but also the properties, quali- 
ties or other characteristics of the goods, to which the mark is ap- 
plied, and by which the goods are known to the purchasing public. 

Trade-marks which consist merely of words or devices which 
are descriptive of the goods with which they are used, or of the 
character or quality of such goods may not be registered, under the 
express provision of the law (Sec. 5 of Act of February 20, 19605, 
as amended). 

Trade-marks consisting of descriptive words or devices which 
are likely to convey to the mind of the average member of the 
public a false suggestion as to the properties, qualities or other 
characteristics of the goods to which they are applied are deceptive, 
whether the mark be truly or falsely descriptive, it is not regis- 
trable (In re National Phonograph Co., 128 O. G. 1295; C. D. 
550). 

The mark “Tufskin,’ however it may be written or printed, 
when applied to goods made of leather, whether natural or artificial 
or to goods made in imitation of leather, conveys no other meaning 
to the public than that the goods are made of skins that are tough. 

In view of the fact that many of the substitutes for leather 
may not be distinguished from real leather except by experts, it is 
believed to be improper to hold that the mark “Tufskin” when ap- 
plied to leather substitutes is registrable. In this connection atten- 
tion is invited to the case of O’Bannon Corp., 7 T. M. Rep. 398; 
123 MS. Dec. 82, in which it was held that “Moleskin” is descrip- 
tive of a leather substitute, and not registrable. 
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Certainly, traders who deal in tough skin goods have the right 
to use this term in describing their goods. 

However, if the appellant’s mark is not descriptive of the 
goods, then it is deceptive, the mark implying that the goods are 
made of tough skin. The Supreme Court has held: 


“That where any symbol or label claimed as a trade-mark is so con- 
structed or worded as to make or contain a distinct assertion that is false, 
no property can be claimed on it, or, in other words, the right to the ex- 
clusive use of it cannot be maintained.” (Worden & Co. v. California Fig 
Syrup Co., 102 O. G. 623; 1903 C. D. 637.) 

In Alden v. Cross (25 Mo. App. 123), in which “Fruit Vine- 
gar’ was claimed as a trade-mark, the court said: 


“The vinegar was not manufactured out of fruit, in the plain, ordinary, 
usual sense of that term, but out of low wines, distilled from cereals, and 
fruit enters into its composition only to a very insignificant extent. * * * 
But whether the word ‘Fruit’ in this connection is purely indicative of the 
character or quality of the article or not, the plaintiff's exclusive claim to 
it must fail on the further ground that the use of the word, in that 
connection, is alone deceptive.” 

Many other decisions to the same effect are cited by the Su- 
preme Court in the California Fig Syrup case. 

The appellant seeks to maintain its right to registration on 
certain trade-marks previously registered by this office, which the 
appellant claims involve the same questions involved in the instant 
case. 

Without passing upon the question as to whether the marks 
referred to were properly or improperly registered, it may be stated 
that while precedents in the registration of trade-marks carry 
weight and may not be ignored, yet they have not the force of posi- 
tive law as it has been interpreted by this office and by the courts. 

The decision of the examiner of trade-marks is affirmed.* 


Goods of Same Descriptive Properties. 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of the opposer, Maltop, Inc., of the decision of the examiner of 
trade-mark interferences, dismissing the opposition and holding the 
applicant, A. G. Morse Co., Inc., entitled to the registration for 
which it has applied. 


* Ex parte, Respro, Inc., 151 M. D. 365, Nov. 24, 1926. 
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The applicant seeks registration of the notation “Nut Toddy” 
used upon candy, adoption and continuous use being alleged since 
April 1, 1925. No claim is made by the applicant to the word 
“Nut” apart from the mark as shown. Opposer sets up registra- 
tions No. 188076, issued August 19, 1924, for the mark “Toddy” 
used on food drinks containing malt chocolate flavor, and No. 
210110, issued March 9, 1926, for the same mark used on a soft 
drink containing malt chocolate flavor, and finally a registration No. 
219340, issued October 19, 1926, for a powdered food product con- 
taining malt extract, cocoa, etc. 

The opposer has taken testimony, but the applicant has neither 
taken testimony, appeared at the hearing, nor filed any brief and, 
in consequence, is restricted to his date of filing his application, 
June 11, 1925. 

The word “Nut” being descriptive and disclaimed by the ap- 
plicant, it is clear the marks of both parties are substantially the 
same. Aside from the disclaimer, the principal and distinctive 
word of the applicant’s mark is identical with the entire mark 


of the opposer. The testimony presented on behalf of the opposer 
clearly establishes adoption and use of its mark from a date prior 
to any date alleged by the applicant company. In view of these 
facts, substantially the only question here to be decided is that 
relating to the similarity of goods. 


It is in evidence that prior to the entrance of the applicant 
company into the field the opposer had placed on the market a 
powder containing powdered malt extract, cocoa, powdered skimmed 
milk, and sugar. This powder was sold in substantially airtight 
tin containers and was used as a basis upon which to make bever- 
ages, cakes, bread, candies, puddings and pies. Specific printed 
instructions were placed in each can, stating how these different 
products were to be made. Among these products, which the cir- 
culars or recipes enclosed in the cans gave instructions to make, 
were “Toddy Fudge” and “Toddy-Um” candy. These circulars 
are identified as opposer’s Exhibits 5, 6, 7 and 8. It seem estab- 
lished, therefore, that opposer was in the business, in 1923 and 


continuously since, of furnishing its customers with substantially, 
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although not quite all, the ingredients necessary to make certain 
kinds of candy, and in association with its goods directions were 
given as to how to make such candy. These containers of the goods, 
with the circulars giving these instructions, were sold under the 
opposer's trade-mark “Toddy.’’ Whether the using of these cir- 
culars, placed inside or even upon the containers and giving the 
names “Toddy Fudge’ and ““‘Toddy-Um,” constituted what may be 
deemed trade-mark use upon candy, seems unnecessary to here 
determine. 

It is believed the goods comprising the ingredients, with the 
instructions necessary to make candy, so nearly resemble the goods 
upon which the applicant uses its mark as to cause confusion in 
the minds of the public as to the origin of the goods. While no 
one would mistake the applicant company’s product for that of the 
opposer company, yet, being familiar with the latter goods and be- 
lieving them to be of an excellent or desirable quality, a purchaser 
would, on seeing the applicant’s products with substantially the 
opposer’s trade-mark thereon, be led to think the applicant’s goods 
were produced by the opposer. 

The mark of the opposer appears to be fanciful and not to 
have been used, so far as the record shows, by others in connection 
with any similar class of goods. The opposer company (testimony 
of Charles F. Michels, treasurer of opposer company), appears to 
have widely advertised its goods in connection with its mark, has 
created a business, in 1924, of over a half million dollars, and, in 
1925, of over a million dollars, and, in consequence, is in posses- 
sion of a valuable good will which it has thus created. Under these 
circumstances, it is believed, it would be damaged by the registra- 
tion of the applicant’s mark. 

The opposition is sustained, the decision of the examiner of 
trade-mark interferences is reversed, and it is adjudged that the 


applicant company is not entitled to the registration for which it 
has applied.* 


*Maltop, Inc. v. A. G. Morse Co., Inc., 151 M. D. 363, Nov. 23, 1926. 
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Manner of Attachment to Goods 


Moore, A. C.: This is an appeal by the party, Dorothy Gray, 
from the decision of the acting examiner of interferences adjudg- 
ing that the parties Mosheim and Gray are not entitled to the regis- 
trations for which they have made application, and that the party, 
The Armand Company, is entitled to register its trade-mark. 

The party, Mosheim, has not appealed from said decision. 

The appellant in her brief states that there is only one question 
involved in this interference, and this is a question of law, not of 
fact; that there is no dispute whatever as to the facts; and that the 
question of law is: 

“How does a trader acquire a right of trade-mark?” 

The appellee, The Armand Company, in its brief states that 
the single issue in this case is: 

“Which party has shown priority of trade-mark use?” 

It appears to be agreed that the goods of the respective parties 
are of the same descriptive properties; that the party, Gray, has 
used the mark in issue on said goods since August 15, 1924; that 
the party, Mosheim, has not attempted to establish trade-mark 
use of said mark prior to September 1, 1923; and that the party, 
The Armand Company, has used said mark in connection with the 
sale of said goods since some time during 1916. The mark in issue 
is described by The Armand Company as: 


“A representation of a girl in the costume of an early French period, 
with a full skirt, small waist, low-necked basque, bare arms, high coiffure 
and a noticeable appearance of balance.” 


The appellant admits that the following acts of The Armand 
Company are proven: 


“Extensive manufacture and sale of the face-powder and other goods 
in question since March, 1916. 
“Designing of the symbol by an advertising man in Philadelphia, in 
1916. 

“Extensive use of the symbol as a part of counter displays, and window 
displays, by druggists and in department stores. 

“Extensive use of live girls dressed like the symbol at druggists con- 
ventions and county fairs. 

“Somewhat insignificant appearance on the back of a book called 
‘The Creed of Beauty.’ 

“As one of many pictures of girls in a pamphlet printed in Spanish 
and in English, called ‘Fairy Secrets.’ 
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“Since February, 1925, the symbol somewhat altered has appeared on a 
small box called the ten-cent week-end package sent by mail. 

“Once in a while a symbol card would be given to some woman to 
hang on her telephone as a reminder.” 


But contends that: 


“Never, at any time, did a customer receive with the goods, a speci- 
men of the symbol in any form: attached or applied to the goods them- 
selves, or to the boxes or packages containing the same, or wrapped up 
with the goods, or handed to the customer, or otherwise. 

“There were other trade-marks on the goods to indicate their source. 
The word Armand, attached to the goods, was a registered trade-mark. 
The black silhouette, always present on the goods, was also a registered 
trade-mark. Both pointed most emphatically to The Armand Co. as the 
source of the goods. There were also present several minor trade-marks, 
all of which had been registered. 


“Attention is particularly called to the front cover of “The Creed of 
Beauty’ (exhibit 9) and pages 12, 24, 25, 26, 27, 28 and 29 thereof—to 
exhibits 8, 12 and 14—and to the boxes of powder stuck on exhibits 4, 
5 and 6.” 

It appears to be well settled law that to acquire a good title 
a trade-mark it is necessary to do three things: First, the trader 
must adopt a trade-mark open to appropriation; second, he must 
apply it or attach it physically to a vendible commodity ; and, third, 
he must actually put the commodity so marked upon the market. 
The offering of the goods for sale to the public is necessary, if 
no actual sale takes place (Nims on Unfair Competition and Trade- 
Marks: Schneider v. Williams, 44 N. J. Eq. 391). 

The evidence clearly establishes the fact that The Armand 
Company adopted the trade-mark in issue and associated the mark 
with its goods in trade. The question for decision is whether the 
prior use of said mark by The Armand Company constituted a 
trade-mark use, or whether it was but a part of an advertising 
propaganda, as contended by the appellant. 

The appellant stresses the fact that in order to constitute a 
trade-mark use, the mark must be physically attached or applied to 
the goods or their containers. 

The proposition that there must be a physical association of 
the mark with the goods, seems to have the support of practically 
all of the authorities. There may be disagreement as to the manner 
in which the mark and the goods shall be physically associated 
with each other in order to constitute a trade-mark use. In the 
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Trade-Mark Laws of the United States (Act of February 20, 1905, 
as amended) it is stated: 


“* * * and a trade-mark shall be deemed to be ‘affixed’ to an article 


when it is placed in any manner in or upon either the article itself or the 
receptacle or package or upon the envelope or other things in, by, or with 
which the goods are packed or inclosed or otherwise prepared for sale or 
distribution. (Sec. 29.)” 

This is an exceedingly broad definition of the term “affixed,” 
and gives to the trader a wide range within which to choose the 
manner in which his mark and his goods shall be physically asso- 
ciated. The only restriction or limitation placed upon the trader 
appears to be that the association shall be such that the mark will 
identify the authorship or the ownership of the goods. 

In view of the plain reading of the above “Act” and in view 
of the weight of authority in interpreting the law of trade-marks, 
it is believed that the use by The Armand Company of the mark, 
known in this proceeding as the “Armand Girl,” as established by 
the evidence, constituted a trade-mark use. 

The evidence shows that The Armand Company associated the 
Armand Girl with the Armand goods, in trade, in various ways. In 
its counter displays (Exhibits 4, 5 and 6) the Armand Girl is 
physically affixed to the box containing powder or cold cream, 
through the agency of a block of wood, to which each is attached. 

Armand Company’s Exhibit 19 consists of a “double Armand 
Girl supporting a box of powder or a box of cold cream.” 

It also appears from the evidence that since 1921 The Armand 
Company has sent out to its customers a “week-end package” (Ex- 
hibit 9) containing a pamphlet entitled, “The Creed of Beauty” 
‘Exhibit 9), the pamphlet containing a picture of the “Armand 
Girl.” 

The appellant argues that the “Armand Girl” was not used 
as a trade-mark as there were other trade-marks on the goods to 
indicate their source; that the word, Armand, attached to the goods 
was a registered trade-mark; and that the silhouette, always pres- 
ent on the goods, also, was a registered trade-mark. 


It is possible, however, to have more than one trade-mark 
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for the same goods (Loonen v. Deitsch, 189 F. 487 [2 T. M. Rep. 
469]). 

It also appears from the evidence that the “Armand Girl” has 
functioned as a trade-mark; that the Armand goods are known to 
the public by the “Armand Girl’; and that the Armand goods 
are frequently identified by customers by reference to the “Armand 
Girl.” These facts are clearly established by the testimony of 
The Armand Company’s witnesses. 

In view of the above and the decisions noted by the acting ex- 
aminer of interferences, it is believed that the conclusions reached 
by the acting examiner of interferences are amply supported by the 
facts and the law and his decision should be affirmed.° 


Non-Abandonment 





Moore, A. C.: This is an appeal by the applicant, the Schock 
Independent Oil Company, from the decisions of the acting ex- 
aminer of interferences sustaining the opposition of the Sinclair 
Refining Company to the registration by the applicant of the nota- 


tion “‘Sico” as a trade-mark for petroleum products used as fuels 
and lubricants. 


The opposition is based upon the following grounds: 


“(1) Opposer, on or about November 1, 1916, adopted and began to 
use as a trade-mark for petroleum products the word Sinco, and since the 
adoption thereof, opposer has continuously used the said trade-mark, and 
is the owner thereof. Filed herewith as exhibit 1 are facsimiles showing 
the way the trade-mark is stenciled on barrels and other containers. 

“(2) Opposer duly registered the trade-mark Sinco in the United 
States Patent Office August 19, 1919, No. 126348. Said registration is 
still in full force and effect, unrevoked and uncancelled. 

“(3) Applicant’s trade-mark Sico so closely resembles opposer’s 
trade-mark Sinco as to be likely to cause confusion and mistake in the 
minds of the public and to deceive purchasers. The goods to which ap- 
plicant’s mark is alleged to be applied are goods of the same descriptive 
properties as the goods to which opposer applies its said trade-mark, and 
the registration by applicant would be injurious to opposer.” 


The applicant in answer to the notice of opposition admits that 
Register No. 126348 of the trade-mark “Sinco’” was issued to the 
opposer August 19, 1919, but denies each of the remaining allega- 


*The Armand Company v. Mosheim v. Gray, 151 M. D. 353, Nov. 10, 
1926. 
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tions contained in the first and second paragraphs of the notice 
of opposition. 

The applicant also denies that its trade-mark “Sico” so clearly 
resembles the trade-mark of the opposer as to be likely to cause 
confusion or mistake in the mind of the public, “Sinco” being an 
abbreviated form of the words “Sinclair” and “Company,” and 
“Sico” being an abbreviated form of “Schock Independent Oil 
Company.” 

The two marks when appropriated to goods of the same de- 
scriptive properties are thought to so nearly resemble each other 
as to be likely to cause confusion or mistake in the mind of the 
public. The only difference between the two is in the omission by 
the applicant of the letter ‘““N” from the opposer’s mark. 

It is believed that such omission would not be observed by the 
average member of the purchasing public; but if observed and 
remembered, the average member of the public would be justified in 
believing that the applicant’s mark is a mere variant of the op- 
poser’s mark. The two marks are similar in appearance and sound. 

The contention that the two marks are abbreviations of the 
trade-names of the respective parties is immaterial (Guggenheim 
v. Cantrell & Cochrane, 10 F. [2nd], 895 [16 T. M. Rep. 81]; 
H-O Cereal Co. v. Holland Food Corp., 146 MS. Dec., 309, 15 
T. M. Rep. 133; West India Oil Co. v. Warren Refining § Chemi- 
cal Co., 144 MS. Dec. 161). 

The rule applied in many cases by this office and by the courts 
to the effect that the newcomer should select for his trade-mark 
one that is distinctive, should be applied in this case. The Court 
of Appeals of the District of Columbia has 


“* * * repeatedly declared that there is neither legal nor moral excuse 


for even an approximate simulation of a well-known mark applied to goods 
of the same descriptive properties, and that, when an attempt to effect 
such simulation becomes apparent, the two marks should not be examined 
with a microscope to detect minute differences, but, on the contrary, should 
be viewed as a whole, as the general public would view them; in other 
words, that the points of similarity are of greater importance than the 
points of difference.” (Guggenheim v. Cantrell & Cochrane, Supra.) 


That the goods of the respective parties are of the same de- 
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scriptive properties, there can be no serious question. 
appropriates its mark to petroleum products. 

The applicant contends that the opposer has abandoned its 
mark; or, at least, that it has failed to sustain the allegations that 
it has continuously used said mark, and that it is the owner thereof. 

The applicant admits that certificate of registration No. 126348 
was issued to the opposer on August 19, 1919; and Sec. 16 of the 
Trade-Mark Act of February 20, 1905 (as amended) specifically 
provides: 


Each party 


“That the registration of a trade-mark under the provisions of this 
act shall be prima facie evidence of ownership. * * *” 

Furthermore, it is a general rule of law that abandonment may 
not be presumed but must be strictly proved. And to prove aban- 
donment an intention to abandon must be shown. Intent is of the 
very essence of abandonment. (Baglin v. Cusenier Co., 221 U.S., 
at pp. 597-8 [1 T. M. Rep. 147]; Saalehner v. Eisner, 179 U. S. 
19.) 

Mere non-use of a trade-mark does not of itself constitute 
abandonment. In Browne on T'rade-Marks, Sec. 681, it is said: 

“A person may temporarily lay aside his mark and resume it without 
having in the meantime lost his property in the right of user.” 

And in Hopkins on Trade-Marks (3rd), p. 213, appears the 
following: 

“The length of time during which a trade-mark is not used, is, as we 


have seen, merely a circumstance to be considered with all the other facts 


in the case in determining whether there was an intention to abandon its 
use.” 


In Wallace & Co. v. Repetti (266 F. 307 [10 T. M. Rep. 
263]), Judge Manton said: 


“There is no penalty which inflicts the loss of right of property in 


trade-marks by non-usage, unless there also be found an intent to 
abandon.” 


In the case of Madame Irene v. Schweinburg, 1912 C. D. 114 
[2 T. M. Rep. 486], the Commissioner said: 


“It is well settled that the mere non-use of a trade-mark does not 
establish abandonment thereof, but that one who contends that the mark 
has been abandoned must establish that the original owner of the mark 
not only discontinued its use but intended to abandon the same.” 
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The evidence in this case does not disclose any intention on the 
part of the opposer to abandon its trade-mark. On the contrary, 
continuous use is shown of its mark on petroleum products in com- 
merce with foreign nations. 

Nor does the testimony of Isom, opposer’s witness, establish 
abandonment by the opposer of its mark in interstate commerce, 
as contended by the applicant. While the witness testified that 
the mark “Sinco” probably had not been used in the United States 
the last three years, yet, in answer to X-Q 68, he states: 


“I wouldn’t say abandoned; it is not using it at the present time. 
Abandoned would indicate that it was through with it forever.” 


In view of the entire record I am of the opinion that there was 
no error in the decision of the acting examiner of interferences 
sustaining the opposition to the registration by the applicant of 
the notation “Sico” for petroleum products, and his decision is 
accordingly affirmed.® 


Non-Conflicting Marks 


Moore, A. C.: This is an appeal by the opposer, John J. 
Streett, from the decision of the acting examiner of interferences 
dismissing his opposition to the registration by the applicant, 
The Corby Baking Co., Inc., of its trade-mark for bread, and ad- 
judging that the applicant is entitled to the registration for which 
it has made application. 

The trade-mark sought to be registered consists of a picture of 
a motherly appearing lady standing beside an edge of a table, on 
which several loaves of bread are resting. The lady is shown as 
proudly exhibiting a specimen of the product of her skill. The 
picture is enclosed within an oval. 

The opposition is based upon an alleged prior use by the 
opposer of a trade-mark for bread consisting of a picture of a lady 
of corresponding appearance holding a loaf of bread. The op- 
poser contends that the two marks are deceptively similar, and that 


* Sinclair Refining Company v. Schock Independent Oil Company, 151 
M. D. » Nov. 5, 1926. 
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to register the applicant’s mark would cause confusion in trade with 
a consequent damage to the opposer. 

The applicant in answer to the notice of opposition refers to 
its trade-mark No. 184113, registered May 20, 1924, and states 
that said registered trade-mark has been used for bread by it or its 


predecessors for many years, and at least as early as 1898; that 


the opposer did not originate the mark which he alleges he adopted 


and used, but, on the contrary, that he is using a mark deceptively 
similar to the mark shown in the applicant’s registration No. 
184113; that the opposer is without standing, under the trade-mark 
Act, since it appears that by his wrongful invasion of the ap- 
plicant’s rights under its said registration No. 184113, he has 
divested himself of any right to complain of the registration by 
the applicant of the mark shown in its application for registration; 
that the mark shown in said application for registration is a natural 
outgrowth and variation of the mark shown in its said registration 
No. 184113, etc. 


The following state of facts has been stipulated: 


“1. Opposer has its principal place of business in the City of Cumber- 
land, State of Maryland, and adopted, as early as January 1, 1920, a 
trade-mark as shown by Streett Exhibit A accompanying this stipulation. 

“2, Opposer has sold bread bearing this trade-mark in the States of 
Maryland, Virginia, West Virginia and Pennsylvania, continuously since 
the date of adoption of the said mark shown in Exhibit A. 

“3. Respondent succeeded to the business, the good-will of the busi- 
ness, and all trade-mark rights of its predecessor, Corby Baking Company, 
a corporation of Delaware, as shown by assignment recorded February 4, 
1925, in Liber O-123, page 326 of the Books of Transfer of Patents and 
copy of which assignment is hereunto attached as ‘Corby Exhibit I.’ 

“4. By said recorded assignment, respondent became the owner of the 
following trade-marks: 

“Registered Trade-Mark No. 184113. 

“Registered May 20, 1924. (Use claimed since 1898.) 

“Pending Application Ser. No. 198987, filed June 23, 1924. (Use 
claimed since February, 1923.) 

“5. Respondent and its predecessors have used, continuously, since 
at least as early as February 23, 1923, the trade-mark accompanying this 
stipulation and marked ‘Corby Exhibit II, as a trade-mark for bread. 

“Respondent and its predecessors, at least as early as 1898, and con- 
tinuously since then, have used in interstate commerce, the trade-mark No. 
184113, registered May 20, 1924, as shown by ‘Corby Exhibit III,’ accom- 
panying this stipulation, as a trade-mark for bread. 

“7. Respondent and its predecessors have used continuously since the 
dates of their adoption, the trade-marks of Exhibits II and III, as trade- 
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marks for bread, in the District of Columbia and the States of Maryland, 
Pennsylvania, Virginia, West Virginia and North Carolina. 

“8. Opposer had knowledge of the use by applicant in the territory 
mentioned in paragraph seven (7), of the trade-mark of Exhibit III long 
prior to January 1, 1920, as a trade-mark for bread.” 


A comparison of the trade-marks shown in the said application 
with the trade-mark shown in the applicant’s said registration No. 
184113, shows that the former consists of a slight variation of the 
essential and dominant characteristics of the latter, viz., a picture 
of a motherly appearing lady standing beside a table on which a 
loaf of bread is resting and holding in her hands a loaf of bread. 
The mark of the application consisting of a picture of a lady, table 
and loaves of bread, is prominently displayed in the foreground of 
said registered trade-mark, and is clearly the salient feature thereof. 
The same thought is suggested in each of the two marks, viz., 
mother’s bread. 

As the use of the mark shown in the said registration by the 
applicant is admittedly prior to the use by the opposer of his mark; 
and as the mark sought to be registered consists of the salient 
feature of the registered mark, it is believed that the opposer 
would not be injured, in the trade-mark sense of the term, by the 
registration by the applicant of the mark sought to be registered. 


The decision of the acting examiner of interferences is af- 
firmed.’ 


Moore, A. C.: This is an appeal by the opposer, the Postum 
Cereal Company, Inc., from the decision of the acting examiner of 
interferences dismissing its opposition to the registration of the 


trade-mark of the applicant, the Farmers Mill & Elevator Asso- 
ciation. 


The ground on which the opposition is based is that the op- 
poser and its predecessors, since 1898, have put upon the market a 
cereal breakfast food, made principally of wheat with the addition 
of malted barley to which they have applied the word Grape-Nuts 
as a trade-mark; that they have secured several specified registra- 


7 John J. Streett v. The Corby Baking Co., Inc., 151 M. D. 356, Nov. 
10, 1926. 
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tions of the trade-mark Grape-Nuts; and that the applicant’s mark 
Wheat-Nut so closely resembles the opposer’s trade-mark Grape- 
Nuts as to produce confusion and mistake in the mind of the public 
and to deceive purchasers. 

The applicant in answer to the notice of opposition denies each 
of the several allegations specified in said notice, and particularly 
the one to the effect that the trade-mark Wheat-Nut so closely 
resembles opposer’s trade-mark Grape-Nuts as to produce con- 
fusion and mistake in the mind of the public and to deceive pur- 
chasers; or that the applicant’s mark and the opposer’s mark are 
applied to goods of the same descriptive properties. The appli- 
cant also denies that the registration of its mark would be injurious 
to the opposer. 

At the hearing, however, it was agreed that the only question 
raised by the appeal for decision is whether the mark “Wheat-Nut” 
is confusingly similar to the mark “Grape-Nuts.” 

The opposer in support of its opposition refers to the case 
of Postum Cereal Company v. Hillis, 123 MS. Dec. 41 [7 T. M. 
Rep. 395], wherein the opposition to the registration of the mark 
“Bran-Nuts” was sustained in view of the mark “Grape-Nuts” ; 
and the applicant refers to the case of Postum Cereal Company v. 
California Fig Nut Company (313 O. G. 454 [13 T. M. Rep. 420]), 
in which the First Assistant Commissioner held that the two marks 
“Fig Nuts” and “Grape-Nuts” are not so nearly similar as to cause 
confusion in trade. The First Assistant Commissioner stated: 

* * * “Where the two words of a mark are equally important and un- 
usual, courts have frequently, although not uniformly, held that if the first 
word of each of the two marks is the same, the marks infringe: [citing 
cases] * * * The word ‘nut, common to both marks, is the less conspicuous 
word, is the second word, not so striking as the first word of each mark, 
and not so likely to be retained in the mind of the purchaser as is the first 
word of each two-word mark. The first words being wholly dissimilar 


in spelling, sound, appearance, and significance, it would appear there is 
not any probability of confusion in the minds of average purchasers.” * * * 


Applying to the instant case the rule applied by the First 
Assistant Commissioner in the above cited case, in determining the 


question of infringement as between two-word trade-marks, the de- 


cision of the acting examiner of interferences must be affirmed. 
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The words “Wheat” and “Grape” are wholly dissimilar as to ap- 
pearance, sound and signification. Each creates in the mind a 
thought foreign to the thought created by the other. 

The above rule appears to have the support of the Court of 
Appeals of the District of Columbia, as evidenced by the decisions 
said court in the cases referred to by the First Assistant Commis- 
sioner in his decision. 

Furthermore, the applicant’s mark is a composite mark con- 
sisting of the word “Wheat-Nut” and a picture, described by the 
acting examiner of interferences as— 


* * * “A small boy attired somewhat after the fashion of a Scotch 
highlander, with a large napkin tied about his neck. He carries in one 
hand a steaming dish, presumably of applicant’s breakfast food, while in 
the other, upraised, is a large spoon. The circular background is par- 
tially enclosed by wheat heads, and just below appears the word ‘Wheat- 
Nut’ » et 


As the words “Grape-Nuts” and “Wheat-Nut” are dissimilar, 
and as the opposer’s mark contains no pictorial characteristic cor- 
responding to that of the applicant’s mark, it is believed that the 


two marks do not so nearly resemble each other as to be likely to 


cause confusion or mistake in the mind of the public or to deceive 
purchasers. 

The decision of the acting examiner of interferences is af- 
firmed.*® 


*Postum Cereal Company, Inc. v. Farmers Mill & Elevator Associa- 
tion, 151 M. D. 358, Nov. 10, 1926. 
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ERRATA 


Vol. 16, page 507 (November, 1926), line 7, read ‘““Hyfrax” 
instead of “Hytest.” 


For decision in Hekman Biscuit Co. v. Plezall Cookie Co. (151 


M. D., 319, Sept. 21, 1926), Vol. 16, p. 582, substitute the fol- 
lowing: 


Moore, A. C.: Held that applicant is not entitled to register 
the term “Plezall” as a trade-mark for cookies, in view of the prior 
registration by the Hekman Biscuit Co., of the term “Pleas-U” 
for cookie-cakes and crackers. 

The ground of the decision is that the marks, which are applied 
to goods of the same descriptive properties, are so similar as to be 
likely to cause confusion in the mind of the public. 


In his decision the Assistant Commissioner said: 


“In construction and appearance the two words constituting the re- 
spective marks are quite similar. They differ from each other primarily in 
the suffix, the one suffix consisting of ‘all’ and the other of ‘U’. In sig- 
nification the two words convey the same thought, viz., that of pleasure. 
As to the spelling of the first syllable of the two words, one is authorized, 
and the other is euphonic, and said syllable has the same pronunciation in 
each case. 

“By comparing the two words distinctions may be observed, but it is 
believed that the distinctions are such as would not be carried in the 
memory of the purchasing public.” 


After referring to applicant’s contention that other marks for 
similar goods, as “Plezol,” had been registered and that therefore 
the opposer’s rights should be limited to the particular variation of 


the words “please” which it had appropriated, the Assistant Com- 
missioner said: 


“The rights of the applicant and of the opposer are not the only rights 
involved. The rights of the public, also, are to be considered. The statute 
specifically euenliive that no trade-mark shall be registered which so nearly 
resembles a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties ‘as to 
be likely to cause confusion or mistake in the mind of the public or to de- 
ceive purchasers.’ 

* * * - * 

“It is believed that the rule laid down by the Court of Appeals of the 
District of Columbia to the effect that there is neither legal nor moral 
excuse for even an approximate simulation of a well-known mark appro- 


priated to goods of the same descriptive properties, should be applied in 
this case.” 
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